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15™ ANNUAL

ADVANCED PATENT LAW INSTITUTE
March 12-13, 2020 = United States Patent and Trademark Office = Alexandria, Virginia

Earn up to 14.00 Hours of Credit Including 2.00 Hours of Ethics (Hours Vary by State)
MCLE Credit Approved in TX, CA, DE, OH, OK, and PA; Expected in FL, IL, and VA

THURSDAY MORNING, MAR. 12, 2020

Presiding Officer:
William LaMarca, U.S. Patent and
Trademark Office, Office of the Solicitor,
Alexandria, VA

7:30 a.m. Registration Opens
Includes continental breakfast.

8:20 a.m. Welcoming Remarks

8:30 a.m.

1.00 hr

Global Enforcement Trends
Patent enforcement is often global in two or more
jurisdictions requiring a deep understanding of the
laws and practices of each jurisdiction, competent
counsel in each jurisdiction, and on-going close
cooperation between the litigation teams in each
jurisdiction. This panel focuses on effective patent
litigation in the largest economies after the USA —
China, Japan, Germany, and the UK.
Moderators:
Hon. Paul R. Michel, Chief Judge, Retired, United
States Court of Appeals for the Federal Circuit,
Washington, DC

Robert Greene Sterne, Sterne, Kessler, Goldstein &
Fox P.L.L.C., Washington, DC

Panelists:

Yoshiyuki Inaba, TMI Associates, Tokyo, Japan

David Rose, Mishcon de Reya LLP, London, United
Kingdom

Tobias Wuttke, Meissner Bolte, Munich, Germany

James Zhu, JunHe LLP, Shanghai, China

9:30 a.m. .75 hr

Preparing High Quality Patent Applications
From biotech to computer software, gain insight
on preparing high quality patent applications that
are enforceable. Explore the challenges pertaining
to patent eligibility, written description, and
enablement from drafting through enforcement.

Bradley Forrest, Schwegman Lundberg & Woessner,
Minneapolis, MN

Daniel J. Pereira, Oblon, McClelland, Maier &
Neustadt, L.L.P,, Alexandria, VA

10:15 a.m. Break

Available Via Reciprocity in NJ and NY

10:30 a.m. 1.25 hrs

Section 101: High Tech v. Life Sciences

The U.S. patent statutes apply equally to all patent
applications, but the application of the patent
eligibility requirement of Section 101 varies across
technologies. Discuss, compare and contrast
eligible and non-eligible claims in different fields,
review the current examination guidance, and hear
an update on legislate reform efforts.

Moderator:

Stephen G. Kunin, Maier & Maier PLLC,
Alexandria, VA

Panelists:

Courtenay C. Brinckerhoff, Foley & Lardner LLP,
Washington, DC

June Cohan, U.S. Patent and Trademark Office,
Alexandria, VA

Dale S. Lazar, DLA Piper LLP US, Reston, VA

11:45 a.m. .75 hr

Section 101 Issues in Patent Litigation

In many contexts “101" is used to mean something
basic and easily understandable, but recently
Section 101 of the Patent Act has been anything
but. Explore the myriad of issues that patentable
subject matter uncertainty has caused in patent
litigation, touch on lessons learned, and explore
what developments may be on the horizon.

James M. Heintz, DLA Piper LLP US, Reston, VA
Matthew J. Rizzolo, Ropes & Gray LLP,
Washington, DC

12:30 p.m. Pick Up Lunch
Included in registration.

THURSDAY AFTERNOON

Presiding Officers:
J. Devlin Hartline, Antonin Scalia Law
School, George Mason University,
Arlington, VA

LUNCHEON PRESENTATION

12:50 p.m. .50 hr

Update from the USPTO
Hear about the current priorities, programs, and
initiatives underway at the Office.

Andrei lancu, Under Secretary of Commerce for
Intellectual Property and Director, U.S. Patent and
Trademark Office, Alexandria, VA

1:20 p.m. Break

1:35 p.m.

1.00 hr ethics

Ethics Issues Facing USPTO Practitioners:

A View from the Inside

Focus on the ethics rules issued by the USPTO in
2013 and how they are applied and enforced by
today’s Office of Enrollment and Discipline. New
developments will be discussed, including current
cases and the new Diversion Program.

Dahlia George, U.S. Patent and Trademark Office,
Office of Enrollment and Discipline, Alexandria, VA
Bernie Knight, BK Consulting, Washington, DC

2:35 p.m. 1.00 hr

Potpourri of Hot Design Patent Issues:
Practical Implications

Gain insight on maximizing total profit damages
in spite of Samsung v. Apple; using single-
view drawings; choosing a good title for your
application; countering aesthetic functionality and
patent exhaustion defenses when asserting spare
parts infringement; and praying that reason prevails
in Section 103 analysis after federal circuit kicks the
can down the road.

Perry Saidman, Saidman DesignLaw Group, LLC,
Silver Spring, MD

3:35 p.m. Break
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3:45 p.m. .75 hr
SEPs and FRAND
Discuss recent developments related to

standard essential patents, including cutting
edge technologies, fair reasonable and non-
discriminatory licensing issues, and an overview of
government agency views.
Moderator:
Christian Hannon, U.S. Patent and Trademark Office,
Alexandria, VA

Panelists:
T. Andrew Culbert, Perkins Coie LLP, Seattle, WA
Isabella Fu, Microsoft Corporation, Redmond, WA

4:30 p.m. 1.00 hr

Judicial Panel
Distinguished judges discuss their experiences
hearing and trying patent cases.

Moderator:

Hon. Paul R. Michel, Chief Judge, Retired, United
States Court of Appeals for the Federal Circuit,
Washington, DC

Panelists:

Hon. Amos L. Mazzant lll, U.S. District Court, Eastern
District of Texas, Sherman, TX

Hon. Liam O'Grady, U.S. District Court, Eastern
District of Virginia, Alexandria, VA

Hon. Leonard P. Stark, U.S. District Court, District of
Delaware, Wilmington, DE

FRIDAY MORNING, MAR. 13, 2020

Presiding Officer:
Stephen G. Kunin, Maier & Maier PLLC,
Alexandria, VA

8:00 a.m.

Includes continental breakfast.

Conference Room Opens

8:30 a.m. .75 hr

On Sale Bar / Impact of Helsinn - 102 Nuts
and Bolts
Gain insight on the Helsinn Healthcare S.A. v. Teva
Pharmaceuticals USA, Inc. on-sale bar decision and
interpretation under the AlA, along with a nuts and
bolts look at the resulting practical implications for
patent application timing and supply agreement
structuring considerations.

William LaMarca, U.S. Patent and Trademark Office,

Office of the Solicitor, Alexandria, VA

Jeffrey A. Wolfson, Haynes and Boone, LLP,
Washington, DC

9:15 a.m. .50 hr

Obviousness-Type Double Patenting Issues:
Best Practices and Current Trends

Understand issues and evolving case law relating
to double patenting, as well as best practices
for addressing double patenting
during examination, and pitfalls to avoid. Discuss
the impact of double patenting on Patent
Term Extension under 35 USC §156, portfolio
management, validity, and enforcement after grant.

Whitney Remily, Birch Stewart Kolasch & Birch, LLP,
Falls Church, VA

rejections

9:45 a.m. .50 hr

After Final Rejection Practice

Understand the various available options to reply
to a final office action from the USPTO as well as
their advantages and disadvantages and chances
of success. Topics include QPIDS, pre-appeal
brief program, AFCP2.0, as well as amendments,
affidavits under rule 41.33.

Kery Fries, U.S. Patent and Trademark Office,
Alexandria, VA

William F. Smith, Adam R. Stephenson, LTD.,
Scottsdale, AZ

10:15 a.m. Break

10:30 a.m.

.50 hr

PTAB Update
Hear an update on PTAB appeals and trial
proceedings.

Hon. Jacqueline Bonilla, U.S. Patent and Trademark
Office, Patent Trial and Appeal Board,
Alexandria, VA

11:00 a.m. 1.00 hr

Recent Developments in Practice Before the
Patent Trial and Appeal Board (PTAB)
Discuss new developments impacting practice
before the Board, including evolving standards on
discretionary institution based on prior petitions
for review and/or developments in other forums;
increasing guidance from the Board in the form
of precedential and/or informative decisions and
updates to the Trial Practice Guide; the new pilot
program on motions to amend that provides earlier
feedback to the parties; the impact of Federal
Circuit precedent on PTAB practice; and other
topics of interest.
Moderator:
Teresa Stanek Rea, Crowell & Moring, LLP,
Washington, DC
Panelists:
Jonathan Bowser, Haynes and Boone, LLP,
Washington, DC
Hon. Kalyan Deshpande, U.S. Patent and Trademark
Office, Patent Trial and Appeal Board,
Alexandria, VA
Jessica L.A. Marks, Unified Patents, LLC,
Washington, DC
Bridget Smith, Lowenstein & Weatherwax LLP, Los
Angeles, CA
Hon. Michael Tierney, U.S. Patent and Trademark
Office, Patent Trial and Appeal Board,
Alexandria, VA

12:00 p.m. .50 hr

Section 101 Challenges in AIA Trials at the
PTAB
Gain insight on strategic use of AIA trials (CBM,
PGR, IPRs) to raise Section 101 issues; raising
Section 101 issues in connection with IPR motions
to amend and claim construction; and implications
of 2019 Patent Eligibility Guidance on PTAB.
Andrew S. Baluch, Smith Baluch LLP, Washington, DC

12:30 p.m. Pick Up Lunch

Included in registration.

FRIDAY AFTERNOON

Presiding Officer:
John W. Ryan, Owens & Minor,
Mechanicsville, VA

LUNCHEON PRESENTATION

1:00 p.m. .50 hr

View from the Federal Circuit

Hon. Kathleen M. O'Malley, U.S. Court of Appeals for
the Federal Circuit, Washington, DC

1:30 p.m. Break

.75 hr

1:45 p.m.

A Year In Review: Recent Decisions from the
Supreme Court and Federal Circuit

A review of the most important cases from the
Federal Circuit and the Supreme Court in the past
year that every practitioner should know.

J. Michael Jakes, Finnegan, Henderson, Farabow,
Garrett & Dunner, LLP, Washington, DC

2:30 p.m. 1.00 hr ethics

Practical IP Ethics Problems

Using film, animations, and even clips from a
patent lawyer-turned stand-up comic, this session
of interest, competently
policing trademark infringement without harming
your client’s brand, and how to competently and
ethically represent clients with IP needs.

addresses  conflicts

David Hricik, Mercer University School of Law,
Macon, GA

3:30 p.m. Adjourn
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INSTITUTE FACULTY AND PLANNING COMMITTEE

ANDREW S. BALUCH
Smith Baluch LLP
Washington, DC

HON. SCOTT R. BOALICK*

U.S. Patent and Trademark Office, Patent Trial and
Appeal Board

Alexandria, VA

HON. JACQUELINE BONILLA*

U.S. Patent and Trademark Office, Patent Trial and
Appeal Board

Alexandria, VA

JONATHAN BOWSER*
Haynes and Boone, LLP
Washington, DC

COURTENAY C. BRINCKERHOFF*
Foley & Lardner LLP
Washington, DC

JUNE COHAN
U.S. Patent and Trademark Office
Alexandria, VA

T. ANDREW CULBERT
Perkins Coie LLP
Seattle, WA

HON. KALYAN DESHPANDE

U.S. Patent and Trademark Office, Patent Trial and
Appeal Board

Alexandria, VA

ELIZABETH L. DOUGHERTY*
U.S. Patent and Trademark Office
Alexandria, VA

KARIN FERRITER*
U.S. Patent and Trademark Office
Alexandria, VA

BRADLEY FORREST
Schwegman Lundberg & Woessner
Minneapolis, MN

KERY FRIES
U.S. Patent and Trademark Office
Alexandria, VA

ISABELLA FU
Microsoft Corporation
Redmond, WA

DAHLIA GEORGE

U.S. Patent and Trademark Office, Office of
Enrollment and Discipline

Alexandria, VA

HON. JANET GONGOLA*
U.S. Patent and Trademark Office
Alexandria, VA

CHRISTIAN HANNON
U.S. Patent and Trademark Office
Alexandria, VA

JAMES M. HEINTZ
DLA Piper LLP US
Reston, VA

DAVID HRICIK
Mercer University School of Law
Macon, GA

ANDREI IANCU

Under Secretary of Commerce for Intellectual
Property and Director

U.S. Patent and Trademark Office
Alexandria, VA

YOSHIYUKI INABA
TMI Associates
Tokyo, Japan

J. MICHAEL JAKES

Finnegan, Henderson, Farabow,
Garrett & Dunner, LLP
Washington, DC

JOANNA JEFFERSON*
The University of Texas School of Law
Austin, TX

BERNIE KNIGHT
BK Consulting
Washington, DC

STEPHEN G. KUNIN*
Maier & Maier PLLC
Alexandria, VA

WILLIAM L. LAFUZE*
McKool Smith
Houston, TX

WILLIAM LAMARCA*

U.S. Patent and Trademark Office,
Office of the Solicitor

Alexandria, VA

DALE S. LAZAR*
DLA Piper LLP US
Reston, VA

JESSICA L.A. MARKS
Unified Patents, LLC
Washington, DC

HON. AMOS L. MAZZANT llI
U.S. District Court, Eastern District of Texas
Sherman, TX

DAVID L. MCCOMBS*
Haynes and Boone, LLP
Dallas, TX

HON. PAUL R. MICHEL
Chief Judge, Retired

United States Court of Appeals for the Federal Circuit

Washington, DC

ADAM MOSSOFF*

Antonin Scalia Law School, George Mason University

Arlington, VA

CHRIS NEWMAN*

Antonin Scalia Law School, George Mason University

Arlington, VA

HON. LIAM O'GRADY
U.S. District Court, Eastern District of Virginia
Alexandria, VA

HON. KATHLEEN M. O'MALLEY
U.S. Court of Appeals for the Federal Circuit
Washington, DC

DANIEL J. PEREIRA
Oblon, McClelland, Maier & Neustadt, L.L.P.
Alexandria, VA

TERESA STANEK REA*
Crowell & Moring, LLP
Washington, DC

WHITNEY REMILY*
Birch Stewart Kolasch & Birch, LLP
Falls Church, VA

MATTHEW J. RIZZOLO
Ropes & Gray LLP
Washington, DC

DAVID ROSE
Mishcon de Reya LLP
London, United Kingdom

JOHN W. RYAN*
Owens & Minor
Mechanicsville, VA

PERRY SAIDMAN*
Saidman DesignLaw Group, LLC
Silver Spring, MD

BRIDGET SMITH
Lowenstein & Weatherwax LLP
Los Angeles, CA

WILLIAM F. SMITH
Adam R. Stephenson, LTD.
Scottsdale, AZ

HON. LEONARD P. STARK
U.S. District Court, District of Delaware
Wilmington, DE

ROBERT GREENE STERNE*
Sterne, Kessler, Goldstein & Fox P.L.L.C.
Washington, DC

HON. MICHAEL TIERNEY

U.S. Patent and Trademark Office, Patent Trial and
Appeal Board

Alexandria, VA

SHIRLEY WEBSTER*
Ocean Tomo, LLC
Houston, TX

JEFFREY A. WOLFSON*
Haynes and Boone, LLP
Washington, DC

TOBIAS WUTTKE
Meissner Bolte
Munich, Germany

JAMES ZHU
JunHe LLP
Shanghai, China

*Planning Committee member
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HOW TO REGISTER REGISTRATION FORM

Online:
www.utcle.org/conferences/PV20/signup

Mail:

The University of Texas
School of Law
ATTN: CLE
PO Box 7759
Austin, TX 78713-7759

Fax:
512.475.6876

Questions? 512.475.6700

If you have dietary requirements or would
like to request accommodations under the
ADA, please contact Customer Service at
512.475.6700 or service@utcle.org at least

10 days prior to the conference.

REGISTRATION BENEFITS

Full Service Experience: Registration for the

live event includes continental breakfasts,
keynote luncheon presentations, and countless
networking opportunities throughout the event.

Comprehensive Course Materials: Access
course materialsin "Your Briefcase " approximately
48 hours before the live event, and enjoy
unlimited access to the final, complete course
materials — downloadable PDFs of papers and
slides.

Accredited eConference: Complimentary
access to the eConference —with papers, slides,
and video — accredited for one year in both TX
and CA are available in "Your Briefcase" 4-6
weeks after the live event.

TX MCLE Credit Reporting: UT Law CLE can
report credit on your behalf directly to the State
Bar of Texas. Track the Texas MCLE credit
reported on your behalf at "Your Account" after
you've logged in at www.utcle.org.

TROUBLE LOGGING IN?

A UT Law CLE account is created for conference
attendees and product customers with
information provided on the order form. An
email address will serve as the User Name.

Forget Your Password or Need it Reset? Just
select “Forgot Password” under “Sign In or
Join” at www.utcle.org.

Still Need Assistance? Contact customer
service at 512.475.6700 or service@utcle.org
during business hours.

PLEASE PRINT CLEARLY PV20

Bar Card# aQT1X J OtherState: _ O N/A

Name [ Mr./ Ms. ]

Firm

Address

City State Zip

Telephone Fax

Registrant’s Email (required)

Assistant’s Email (optional)
Invoices, confirmations, and receipts are emailed to these addresses.

LIVE EVENT REGISTRATION
Special group registration rates may be available. Call 512.475.6700.

Individual Registration
 Individual registration by Wednesday, February 26 .. ....... .. ... .. L $775
Q Individual registration after Wednesday, February 26. . ........ ... ... .. ... .. $825

USPTO Employee
L Employee registration . . ... ..ot $295

Printed Course Binder — Available for order through Wednesday, February 26

Note: Conference registration includes Electronic Course Binder Download (PDF) in "Your Briefcase".

dPrinted Course Binder ........ ... ... ... ... $37.89 ($35%)

TOTAL EVENT REGISTRATION S

FIRST AND SECOND YEAR ATTORNEYS MAY ATTEND FOR JUST $150! CALL 512.475.6700 TO REGISTER.

POST-CONFERENCE PRODUCTS

eConference — For Texas and California MCLE Credit
Includes Electronic Course Binder Download (PDF) and program video/audio. Available 4-6 weeks after live event. Hours may
vary depending on actual event runtime.

A Individual eConference . .. ... $725

Post-Course Binder — For Research and Self-Study
Comprehensive binder with papers and slides, available for delivery 4-6 weeks after live event.

[ Electronic Post-Course Download (PDF) ... ..ot $243.56 ($225%)
A Printed Post-Course Binder. . ... ... .. . . . $297.69 ($275%)

Annual eLibrary Subscription — For Research and Self-Study

Extensive resources including audio, video, papers, and slides from UT Law CLE programs.

0 eLibrary 12-Month Subscription . ......... i $319.34 ($295%)
TOTAL POST-CONFERENCE PRODUCTS $ _

METHOD OF PAYMENT
(1 Check (make check payable to The University of Texas at Austin)
QA VISA W MasterCard W American Express L PO. (include a copy of the purchase order upon submission)

/

(mm/yy)

Card /P.O. # Exp. Date

Authorized Signature

* Tax-exempt rate for, e.g., government employees and nonprofits. Include a Texas Sales and Use Tax
Exemption Certificate with order.
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The University of Texas at Austin
THE UNIVERSITY OF TEXAS SCHOOL OF LAW
PO Box 7759 e Austin, TX 78713-7759

This program is not printed or mailed at state expense.

Visit
www.utcle.org

Email
service@utcle.org

Call

512.475.6700

i Facebook
UT Law CLE
M LinkedIn

UT-Law-CLE
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@UTLawCLE
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ALEXANDRIA, VIRGINIA
March 12-13, 2020

CONFERENCE LOCATION

USPTO - Main Auditorium
Concourse Level of the Madison Building
(Main Building on the USPTO Campus)
600 Dulany Street
Alexandria, VA 22313-1450

Visit www.uspto.gov/main/visiting.htm
for directions and information
about public transportation

ACCOMMODATIONS

The Westin Alexandria
400 Courthouse Square
Alexandria, VA
866.837.4210 (Reservations)

KEY DATES

February 26, 2020
Last day to order a printed binder

February 26, 2020
Last day for early registration
Add $50 for registrations
received after this time

March 6, 2020
Last day for full refund cancellation

March 9, 2020
Last day for partial refund cancellation
$50 processing fee applied

March 12, 2020, 8:20 a.m.
Institute begins

CALIFORNIA—14.00 hrs | 2.00 hrs ethics
The University of Texas School of Law is a State Bar
of California approved MCLE provider (#1944).

DELAWARE—14.00 hrs | 2.00 hrs ethics

This Course is approved by the Commission on
Continuing Legal Education of the Supreme Court
of Delaware for 14.00 total CLE hours, including
2.00 hours of enhanced ethics credit.

FLORIDA—17.00 hrs | 2.50 hrs ethics (Expected)
This course is pending review by the Florida Bar
Legal Specialization and Education Department for
17.00 total CLE hours, including 2.50 hours of ethics
credit.

ILLINOIS—14.00 hrs | 2.00 hrs ethics (Expected)
This course is pending review by the Minimum
Continuing Legal Education Board of the Supreme
Court of lllinois for 14.00 total CLE hours, including
2.00 hours of professional responsibility credit.

NEW JERSEY

The University of Texas School of Law is a State Bar
of Texas approved MCLE provider (Sponsor #13).
New Jersey attorneys who are satisfying the CLE
requirement of another mandatory CLE state or who
take courses approved in another mandatory CLE
state will receive 1:1 credit for courses approved
in that jurisdiction through reciprocity based on a
50-minute credit hour and in accordance with the
rules and regulations of the Supreme Court of New
Jersey Board on Continuing Legal Education.

NEW YORK

A New York attorney who completes an eligible
approved jurisdiction course or program may claim
New York CLE credit based on a 50-minute credit
hour for the course or program in accordance with
the requirements of the Program Rules and New
York's Regulations and Guidelines. Texas is a Group
"B” New York Approved Jurisdiction designated by
the CLE Board, effective November 1, 2014.

ADVANCED PATENT LAW INSTITUTE ACCREDITATION

OHIO—14.00 hrs | 2.00 hrs ethics

This course has been approved by the Supreme
Court of Ohio Commission on Continuing Legal
Education for 14.00 total CLE hours, including 2.00
hours of ethics credit.

OKLAHOMA—17.00 hrs | 2.50 hrs ethics

This Course has been approved by the Oklahoma
17.00 total CLE hours,
including 2.50 hours of enhanced ethics credit. The
University of Texas School of Law is an Oklahoma

Bar Association for

Bar Association presumptively approved provider
(#169).

PENNSYLVANIA—14.00 hrs | 2.00 hrs ethics
This course is has been approved by the Supreme
Court of Pennsylvania Continuing Legal Education
Board for 14.00 total CLE hours, including 2.00
hours of ethics credit.

TEXAS—14.00 hrs | 2.00 hrs ethics

This course has been approved by the State Bar
of Texas Committee on MCLE in the amount of
14.00 hours, including 2.00 hours of legal ethics/
professional responsibility credit.

VIRGINIA—12.00 hrs | 2.00 hrs ethics
(Expected)

This course is pending review by the Virginia
Mandatory Continuing Legal Education Board for
12.00 total CLE hours, including 2.00 hours of ethics
credit.

OTHER STATES

If you wish to satisfy MCLE requirements in another
state (other than those listed above) by taking a
program offered by the University of Texas School
of Law, please check with the state bar or other
licensing authority in that state. Many jurisdictions
accept conferences offered by The University of
Texas School of Law, which are approved by the
State Bar of Texas for MCLE credit. A Certificate of
Attendance will be provided at the conference.



