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2005 ADVANCED PATENT LAW INSTITUTE

November 30%, December 1-2, 2005 *« The Fairmont San Jose * San Jose, CA
Earn up to 156.00 Hours of Credit Including 2.50 Hours of Ethics Credif

WEDNESDAY EVENING, NOV. 30, 2005

Special Session Included in Registration

6:00 p.m. 2.50 hrs including .50 hr ethics

Prosecution Strategies: Looking Ahead

to Prevent Challenges, Invalidations and
Design-Arounds

A discussion of patent preparation and prosecution
tactics designed to avoid design-arounds, to maxi-
mize the scope of protection, and to avoid invalidity
issues. Best practices for minimizing inequitable con-
duct issues and antficipating patent reform legislation
will be covered.

William S. Galliani, Palo Alto

Dale S. Lazar, Reston, VA

Katherine Kelly Lutton, Redwood City
Lee Van Pelt, Cupertino

8:30 p.m. Adjourn

THURSDAY MORNING, DEC. 1, 2005

Presiding Officer: Robert Barr, Berkeley

8:00 a.m. Registration Opens

Includes continental breakfast.

8:50 a.m. Welcoming Remarks

9:00 a.m. .50 hr

Limits on Changing Claims During Prosecution
A discussion of the limitations on adding, changing,
and amending claims during prosecution posed by
the written description, enablement, and best mode
requirements, as well as by the doctrine of prosecution
laches.

Deanna L. Kwong, San Francisco

9:30 a.m. .50 hr ethics

Pre-filing Investigations, including
Prosecution Perspectives

This session covers professional obligations in stan-
dards of inquiry before filing a declaratory judgment
claiming invalidity or unenforceability.

Charles S. Crompton, Menlo Park

10:00 a.m. .75 hr

Claim Construction in Light of Phillips
A discussion and review of the continued Federal
Circuit explorations of claims construction—"plain
meaning,” dictionaries, intrinsic, extrinsic, and other
evidence—in light of Phillips.

Kenneth R. Adamo, Dallas, TX

Matthew D. Powers, Redwood Shores

10:45 a.m. Break

11:05 a.m. .75 hrincluding .50 hr ethics

Best Practices for Avoiding Claims for Willful
Infringement: Options, Opinions and Privilege
In-house counsel, opinion counsel, and litigation
counsel discuss best practices to avoid claims for will-
ful infringement, including practical and ethical issues
involving exculpatory patent opinions and special
problems involving waiver of privilege, including
implications of Knorr-Bremse.

Michelle Lee, Mountain View

Barton ‘Bart’ E. Showalter, Dallas, TX

Ragesh Tangri, San Francisco

11:50 a.m. .50 hr ethics

Inequitable Conduct

A detailed discussion of the inequitable conduct is-
sues faced by IP asset managers and their patent
counsel in managing a patent portfolio, prosecuting
patent applications, and enforcing U.S. patents.

Matthew F. Weil, Irvine

12:20 p.m.

THURSDAY AFTERNOON

Presiding Officer: Ed Kwok, San Jose

Lunch on your own

1:30 p.m. .50 hr

Written Description and Section 112:
Impact on Biotech Patenting

Recent Federal Circuit cases discussing written de-
scription suggest that the Court’s stance on this doc-
frine may be shiffing. Is biotech finally getting a break
in Capon v. Dudas? s it really all about new matter
as suggested in Pandrol v. Airboss? And what might
we expect next?

Karen Boyd, Redwood City

2:00 p.m. .50 hr

Doctrine of Equivalents

How viable is the doctrine of equivalents as an infringe-
ment theory post-Festo, and how is it proven at trial?

Paul S. Grewal, Cupertino

2:30 p.m. .50 hr

Remedies in Component and Downstream
Cases, Including ITC Options

Discussion of the problems and solutions for the pat-
ent owner when an infringing part is used in building
a larger system. Includes discussion of avenues for
pursuing (1) foreign infringers and assemblers, (2) im-
porters, and (3) domestic sellers, in both district court
and the ITC. Will also cover the limits on injunctive re-
lief and customs seizure when the value of the larger
system far exceeds the value of the infringing com-
ponent, and recovering damages for loss of market
share and lost profits from foreign infringers.

L. Scoftt Oliver, Palo Alto

FRIDAY MORNING, DEC. 2, 2005

3:00 p.m. Break

3:20 p.m. .50 hr ethics

Joint Defenses and Joint Defense Privilege

A discussion of key issues and pitfalls arising in joint
defenses, including the latest case law on waiver of
privilege.

Daralyn J. Durie, San Francisco

3:50 p.m. .50 hr

Developing and Protecting IP in China
including Patent Prosecutions

Key issues and pitfalls in prosecuting and enforcing
patentsin China, including lessons learned and practi-
cal fips on how to win patent infringement suits there.

Catherine Sun, Shanghai, PR China

4:20 p.m. 1.00 hr

Judicial Panel

A panel of distinguished and experienced federal
judges will discuss, from a judicial perspective, some
of the complexities of patent litigation and how you
can help address them.

Moderator: Vernon M. Winters, San Jose
Hon. Jeremy D. Fogel, San Jose

Hon. Susan Y. lliston, San Francisco

Hon. Elizabeth D. Laporte, San Francisco

5:20 p.m. Adjourn

Presiding Officer: Jean Fordis, Palo Alto

8:30 a.m.

102 (b)

What conduct triggers the on sale of public use bars
of Section 102(b)? What conduct constitutes experi-
mental use? This discussion will review recent Federal
Circuit cases applying Section 102(b) and address the
current state of the law.

.50 hr

Mark Itri, Irvine

9:00 a.m. .50 hr

Inducement and Indirect Infringement

In its recent Grokster decision, the Supreme Court
purported fo apply the patent law doctrine of in-
ducement of infringement to claims of copyright in-
fringement. We will explore the extent to which the
doctrine as articulated in Grokster in fact goes further
than existing patent law, and consider the question of
how patent law inducement doctrine might evolve in
light of Grokster.

Gary N. Frischling, Los Angeles

Phone: 512-475-6700 Fax: §12-475-6876




9:30 a.m. .75 hr

Extraterritoriality

Federal Circuit cases have extended both prior art
and infringement beyond U.S. borders. The Federal
Circuit is considering whether to allow U.S. courts to
hear foreign patent cases. We will discuss the limits
and changes to the territoriality principle.

Mark A. Lemley, Stanford

10:15 a.m. Break

10:35 a.m. .50 hr

The Statutory Research Infringement
Exemption: How Far Back is “Reasonably
Related”?

The U.S. Supreme Court’s decision in Merck KGaA
v. Integra Lifesciences I, Ltd., 125 S. Ct. 2372 (2005),
enlarging the statutory research exemption to pat-
ent infringement of 35 U.S.C. § 271(e)(1), left several
questions unanswered. For example: how far back
the statutory exemption should apply, and what is the
status of the common law experimental use defense
to patent infringement. The Court left this specific
guidance to the percolation of case law through the
district courts and the Federal Circuit.

Meredith Martin Addy, Chicago, IL

11:05 a.m. .50 hr

Antitrust, Patents, and Standard-Setting

Recent cases and investigations brought by the Fed-
eral Trade Commission and other enforcement agen-
cies have highlighted the risks associated with enforc-
ing patents covering products developed through
industry standard-sefting efforts. Standard-setting
organizations are exploring changing the rules cov-
ering the disclosure of patents during the standards
process. This session will cover the implications both
of increased antitrust enforcement in this area and
the standards community’s response, both of which
lie at the crossroads of patent and antifrust law.

Gil Ohana, San Jose

11:35 a.m. .75 hr

Open Source: Giving Away Patents and
Managing Open Source Assets

This session opens by examining the generous grant
of patent right under open source licenses, and the
affect such grants have on industry standards. Other
types of "give aways” via standards will also be dis-
cussed. The session closes with a discussion of practi-
cal strategies and policies fo manage the use and
acquisition of open source assets.

Karen Faulds Copenhaver, Waltham, MA
Lawrence Rosen, Ukiah

12:20 p.m. Lunch Presentation .50 hr

Please select on registration form; additional fee.

Patent Reform: Winners, Losers and
Prospects
Peter N. Detkin, Bellevue, WA

Richard J. Lutton, Jr., Cupertino
James Pooley, Palo Alto

FRIDAY AFTERNOON, DECEMBER 2, 2005

Presiding Officer: Christopher J. Byrne,
Santa Clara

1:50 p.m. .75 hr

Patent Law and Policy for Public/Private
Collaborations

Open collaborations and communication among
researchers is probably the best way to promote
technological innovation. How will Prop 71 and the
CREATE Act fare in fostering a collaborative environ-
ment? What lessons can be learned from BayhDole in
shaping future laws and policies?

Moderator: Gary H. Loeb, San Francisco

Elizabeth Howard, Menlo Park
Katharine Ku, Palo Alto

2:35 p.m.
The Market for Buying and Selling IP

.75 hr

A discussion of what’s happening, what are options for
corporate buyers and sellers, what valuation models
are being used, and more.

Ronald S. Laurie, Palo Alto
David L. McCombs, Dallas, TX
Mallun Yen, San Jose

3:20 p.m. .50 hr
Outlicensing Strategies

A discussion of the factors that a large patent holder
considers in establishing a licensing program and
evaluating outbound license grants.

John R. Schiffhauer, Santa Clara

3:50 p.m. Adjourn

REGISTRATION FOR PJOS5

Mail this registration form to:

The University of Texas School of Law, Attn. PJO5
P.O. Box 7759, Austin, TX 78713-7759 or fax a copy to: (512) 475-6876

PLEASE PRINT CLEARLY

Bar Card# QA 1X [ Other State: d N/A
Name [ Mr. / Ms. ]

Firm

Address

City State Zip

Telephone Fax

Registrant’s Email (required)

Assistant’s Email (optional)

Invoices, confirmations and receipts are emailed to these addresses.

REGISTRATION

Includes Course Binder and Wednesday Evening Session.

D Early Registration Fee due by Wed. Nov. 23, 2005 ... . $695.00

D Registration Fee after Wed. Nov. 23, 2005 .. .., $745.00

EI Sponsored Friday Lunch Presentation on Patent Reform ... $10.00
CONFERENCE PUBLICATIONS AND MEDIA
Allow 2-4 weeks from conference date for delivery.

|:| Course Binder WITHOUT Conference Registration ... $200.00

L AUGIO CD SOt oo $175.00

|:| eBinderon CD (PDF format) ...

,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,, $200.00/$50.00

($200 purchased alone, $50 with registration or purchase of Course Binder, Audio CD Set)

IN-HOUSE CLE: Bring the conference in-house and learn at your convenience.

Allow 2-4 weeks from conference date for delivery.

D In-House CLE for 2—Includes Course Binder, CD St oo, $750.00

__ Add participants (includes Course Binders) for $200 each ...

METHOD OF PAYMENT

$
TOTAL ENCLOSED ..., $

[ Check (make checks payable to: The University of Texas at Austin)

4 VIsA or

Card # -

X

4 Mastercard

(sorry, no AMEX or Discover)

/

Authorized Signature

Exp. Date (mm/yy)




SAN JOSE

Nov. 30% Dec. 1-2, 2005
CONFERENCE LOCATION

The Fairmont San Jose
170 South Market Street
San Jose, CA 95113
(800) 346-5550

$155 special group rate
(subject to availability) good
through Nov. 4, 2005

Parking: $22

KEY DATES
Registration & Cancellation

November 22, 2005, 5 p.m.
elast day for early registration
elast day for full refund

add $50 for registrations

received after this time

November 28, 2005, 5 p.m.
elast day for partial refunds
$50 processing fee applied

November 30, 2005
econference Optional Session
begins 6 p.m.

December 1, 2005
econference begins at 9:00 a.m.

CONFERENCE FACULTY

KENNETH R. ADAMO
Jones Day
Dallas, TX

MEREDITH MARTIN ADDY
Brinks Hofer Gilson & Lione
Chicago, IL

KAREN BOYD
Fish & Richardson P.C.
Redwood City, CA

KAREN FAULDS COPENHAVER
Black Duck Software, Inc.
Waltham, MA

CHARLES S. CROMPTON
Latham & Watkins
Menlo Park, CA

PETER N. DETKIN
Intellectual Ventures
Bellevue, WA

DARALYN J. DURIE
Keker & Van Nest, LLP
San Francisco, CA

HON. JEREMY D. FOGEL
United States District Court
Northern District of California
San Jose, CA

PAUL S. GREWAL

Day Casebeer Madrid &
Batchelder LLP
Cupertino, CA

ELIZABETH HOWARD
Orrick, Herrington & Sutcliffe LLP
Menlo Park, CA

HON. SUSAN Y. ILLSTON
United States District Court
Northern District of California
San Francisco, CA

MARK [TRI
McDermott, Will & Emery
Irvine, CA

KATHARINE KU

Stanford University,
Industrial Contracts Offfice
Palo Alto, CA

DEANNA L. KWONG
Covington & Burling
San Francisco, CA

HON. ELIZABETH D. LAPORTE
United States District Court
Northern District of California
San Francisco, CA

MICHELLE LEE
Google Inc.
Mountain View, CA

MARK A. LEMLEY
Stanford Law School
Of Counsel, Keker &
Van Nest, LLP
Stanford, CA

GARY H. LOEB
Genentech, Inc.
San Francisco, CA

KATHERINE KELLY LUTTON
Fish & Richardson P.C.
Redwood City, CA

RICHARD J. LUTTON, JR.
Apple Computer, Inc.
Cupertino, CA

DAVID L. MCCOMBS
Haynes and Boone, LLP
Dallas, TX

GIL OHANA
Cisco Systems, Inc.
San Jose, CA

L. SCOTT OLIVER
Milbank, Tweed, Hadley &

MATTHEW D. POWERS

Weil, Gotshal & Manges LLP
Silicon Valley Office
Redwood Shores, CA

LAWRENCE ROSEN
Rosenlaw & Einschlag
Ukiah, CA

JOHN F. SCHIFFHAUER
Intel Corporation
Santa Clara, CA

BARTON 'BART" E. SHOWALTER
Baker Botts L.L.P.
Dallas, TX

CATHERINE SUN
Weil Gotshal & Manges LLP
Shanghai, PR China

RAGESH TANGRI
Keker & Van Nest LLP
San Francisco, CA

LEE VAN PELT
Van Pelt & Yi
Cupertino, CA

MATTHEW F. WEIL
McDermott, Will & Emery
Irvine, CA

GARY N, FRISCHLING RONALD S. LAURIE McCloy LLP VERNON M. WINTERS
Irell & Manella LLP Inflexion Point Strategy, LLC Palo Alto, CA Weil, Gotshal & Manges LLP
Los Angeles, CA Palo Alto, CA San Jose, CA
JAMES POOLEY
WILLIAM S. GALLIANI DALE S. LAZAR Milbank, Tweed, Hadley & MALLUN YEN
Cooley Godward LLP DLA Piper Rudnick Gray Cary McCloy LLP Cisco Systems, Inc.
Palo Alto, CA Reston, VA Palo Alto, CA San Jose, CA
PLANNING COMMITTEE
ROBERT BARR, CO-CHAIR PAUL S. GREWAL KATHERINE KELLY LUTTON MALLUN YEN
Berkeley, CA Cupertino, CA Redwood City, CA San Jose, CA

MARK A. LEMLEY, CO-CHAIR
Stanford, CA

KAREN BOYD

BENJAMIN W. HATTENBACH
Los Angeles, CA

ELIZABETH HOWARD

DAVID L. MCCOMBS
Dallas, TX

JAMES POOLEY

ABOUT THE COVER

Menlo Park, CA Palo Alto, CA

Redwood City, CA

This course has been approved for CHRISTOPHER J. BYRNE SANDEEP JAGGI MATTHEW D. POWERS ‘2004 Green Abstract
Minimum Continuing Legal Education Santa Clara, CA Milpitas, CA Redwood Shores, CA I of 3 series,” 16 x 16,
credit by the State Bar of Texas mixed media, is by Julie
Committee on MCLE in the amount CHARLES S. CROMPTON MICHELLE LEE LEE VAN PELT Freedman. For more

information, visit www.
juliefreedmanart.com
or email jifreed_
brazil@yahoo.com.

Mountain View, CA Cupertino, CA

of 15,00 hours, of which 2.50 credit Menlo Park, CA
hours will apply to legal ethics/

professional responsibility credit.

CLE

GARY H. LOEB
South San Francisco, CA
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WILLIAM S. GALLIANI
Palo Alto, CA

NON-PROFIT-ORG

2005 ADVANCED PATENT LAW INS TE U.S. Postage Paid
The University of
THe UNIVERSITY OF TEXAS AT AUSTIN Nov. 30%, Dec. 1-2, 2005 ¢ The Fairmont San Jose * San Jose, CA Texas

THE UNIVERSITY OF TEXAS SCHOOL OF LAW
P.0. Box 7759 « Austin, TX 78713-7759

School of Law

This program is not printed or mailed at state expense.

E-mail us at
utcle@mail.law.utexas.edu
or call us at

512-475-6700

for more information



