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Introduction 

 

Claim construction remains the cornerstone of the two principal considerations in every matter 

involving U.S. patents:  infringement and the validity of the claims in issue.  As is usual in the 

jurisprudence of the United States Court of Appeals for the Federal Circuit (“Federal Circuit”), 

while the basics of claim construction are set, the court’s recent opinions have, as always, 

demonstrated that the devil is in the details.  One may expect that the changeover of the court’s 

bench, both in the judges themselves, as well as in the position of Chief Judge, will tell in these 

claim construction cases, as well as the usual revisiting, refinement and refocusing inherent in 

the case-to-case factual/situational differences presented to the court. 

General Rules of Claim Construction 

For the most part, the substantive basics of how - correctly - to carry out claim 

construction, remain as stated in Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005) 

(en banc).  Intrinsic evidence - the claim itself whose terms are in issue, other claims, the 

specification and the prosecution history (file wrapper) - remains ascendant, with extrinsic 

sources, including expert testimony, maintaining their secondary roll. 

See, e.g., ERBE Elektromedizin GmbH v. Canady Tech. LLC, 629 F.3d 1278 (Fed. Cir. 

2010) (intrinsic evidence, particularly prosecution history, confirmed correctness of trial court 

construction of term); Solvay S.A. v. Honeywell Int’l Inc., 628 F.3d 1359 (Fed. Cir. 2010) 

(rejected Honeywell’s narrow construction of “isolating,” finding that neither claim language nor 

the specification required isolation of the non-ozone depleting hydroflurocarbon whose method 

of making was in issue; specification showed use of “isolating”, “separating” and “drawing off” 

interchangeably, with expert testimony interpreting “isolating” to mean “purifying” being 

insufficient to overcome the intrinsic evidence); Lazare Kaplan Int’l, Inc. v. Photoscribe Techs., 

Inc., 628 F.3d 1359 (Fed. Cir. 2010) (non-infringement rulings regarding claims 1 and 7 of ‘351 

patent vacated, based on improper construction of the term “controlling the directing,” trial court 

erroneously limited the term to “automatic” feedback derived from optimal images of a 

gemstone “during” the laser burn process; nothing in the claim language or the prosecution 

history that expressly precluded “manually” imaging “before” the laser burn process began.  Id. 

at 1368.  Further, were multiple statements in the ‘351 patent specification indicating that the 

“controlling” limitation included “control based on either automated or manual feedback derived 

from optical images or a gemstone, before or during the laser burn process.”  Id. at 1369); St. 

Clair Intellectual Prop. Consultants, Inc. v. Canon,  Inc., 412 Fed. Appx. 270 (Fed. Cir. 2011) 

(trial court construed “computer apparatus” as “a computer and any operating system or 

application software loaded on the computer”; interpreted “data formats” to mean the 

arrangement of digital data in a file; and construed “plurality of different data formats” to include 

both still images and movie formats; at trial, jury found each of asserted claims was 

valid/infringed by Fuji products; finding error in claim construction, Federal Circuit reversed 

infringement finding; court found that the plain language of the limitation “different data formats 

for different types of computer apparatus,” recited in claims 16 and 17 of the ‘459 patent and 

claim 10 of the ‘219 patent, referred to data formats that corresponded to particular “computer 

architectures,” i.e., operating systems combined with hardware; reviewing the common 

specification and prosecution history, the court determined that the problem being solved by the 
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patented inventions related to compute architecture incompatibility rather than data format 

incompatibility.  The court concluded that to remain “faithful” to the invention, “computer 

apparatus” must be construed to mean “computer architecture.”  Id. at 275; finding that the data 

formats of the accused Fuji products did not correspond to specific computer architectures, the 

Federal Circuit held that Fuji’s products did not infringe claims 16 and 17 of the ‘459 patent and 

claim 10 of the ‘219 patent; the court next rejected St. Clair’s contention that claim 1 of the ‘010 

patent, and claims 1 and 3 of the ‘899 patent should be construed differently than the asserted 

claims of the ‘459 and ‘219 patents because the claims use different language.  Although finding 

no evidence in the record that St. Clair agreed to construe the asserted claims consistently across 

all the patents, the Federal Circuit concluded that since each patent shares a common 

specification and uses similar terminology, the limitations in the asserted claims of the ‘010 and 

‘899 patents should have the same meaning as the asserted claims of the ‘459 and ‘219 patents.  

Additionally, “[b]ecause an examiner in reexamination can be considered one of ordinary skill in 

the art, of his construction of the asserted claims carries significant weight,” the Federal Circuit 

found that remarks made by five examiners, including three Supervisory Patent Examiners, 

during reexamination of the asserted patents, supported Fuji’s construction of “computer 

apparatus” to mean “computer architecture.” Id. at 276; the court also rejected the trial court’s 

construction of “plurality of data formats” recited in claim 16 of the ‘459 patent to include movie 

data formats as well as still images.  Reviewing the specification, the Federal Circuit found that 

the words “still” and “image” consistently referred to a single picture.  Further, the court stated 

that the specification’s two ambiguous references to movie formats were insufficient to 

overcome the explicit references to still picture formats; in dissent, Judge Moore criticized the 

majority’s reliance on the examiner’s statements during reexamination, pointing out that a 

patentee’s remarks, not the examiner’s, are relevant in determining whether claim scope was 

disavowed (Bloomberg Law Reports, (Intellectual Property, Jan. 31, 2011, pgs. 13-14).) 

See also Nuclimate Air Quality Sys. Inc. v. Airtex Mfg. P’ship, Civil Action No. 5:08-cv-

00317 (N.D.N.Y. Jan. 10, 2011).  (The court granted defendant’s motion for summary judgment 

of infringement of its air handling system patent following claim construction.  “[T]he court’s 

reading of the specification, which is the most relevant of the intrinsic evidence and must be 

relied upon before less significant extrinsic evidence such as dictionary definitions or the 

deposition testimony of a party, reveals that the terms ‘transverse vertical cross-section’ and 

‘Venturi effect’…are not ambiguous and are, as [defendant] argues, readily understood.  Further, 

the terms are satisfied by the [accused product.]”) 

Claim scope issues arising in connection with a reissued patent called for strict adherence 

to the Phillips analytic regime in AIA Engineering Ltd. v. Magotteaux Int’l SA, --- F.3d ---, 

Appeal No. 2011-1058, 2011 WL 3862645 (Fed. Cir. Aug. 31, 2011).  There, the Federal Circuit 

reversed a trial court’s summary judgment that Magotteaux’s reissue patent claims for composite 

wear components were invalid under Section 251 because the patentee had not impermissibly 

recaptured any surrendered subject matter upon reissue.  While claim scope may be broadened 

through reissue within two years after the patent grant, the recapture rule “prevents a patentee 

from regaining subject matter deliberately surrendered during the prosecution of the original 

patent.”  Magotteaux sought to replace the original patent claim language “homogenous solid 

solution” with “homogenous ceramic composite,” and the USPTO reissued the patent with this 

change.  After employing its claim construction framework from Phillips v. AWH - focusing on 

the claims, written description, and original prosecution history and using the extrinsic evidence 


