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THURSDAY MORNING, NOV. 3, 2016

Presiding Officer: 
Mark E. Scott, Conley Rose, PC,  
Austin, TX

7:30 a.m. Registration Opens
Includes continental breakfast.

8:20 a.m. Welcoming Remarks

8:30 a.m.  .75 hr

Recent Developments in Claims Construction
Claim construction remains pivotal for patent 
preparation/prosecution, trials, appeals, and AIA 
post-grant review proceedings. Focus on latest 
post-Teva Federal Circuit cases and the PTAB’s 
claim construction “rules, practices and so-forth,” 
including Dell/SAS and APA restrictions.

Kenneth R. Adamo, Kirkland & Ellis LLP, Chicago, IL

9:15 a.m. .50 hr

Indirect Infringement and Divided 
Infringement
Examine the evolving impact of Commill and 
Akamai in the context of indirect and divided 
infringement.

Kevin Kudlac, Greenberg Traurig, LLP, Austin, TX

9:45 a.m. .50 hr

Octane Requires More Fitness
Discuss what makes a case “exceptional” under 35 
U.S.C. § 285 after the Supreme Court decision in 
Octane Fitness, including an analysis of developing 
trends and common pitfalls.

Gregory L. Hillyer, Brinks Gilson & Lione, 
Washington, DC

10:15 a.m. Break

10:30 a.m. .50 hr

Defining the Contours of Alice
Recent decisions on Section 101 patent-eligible 
subject matter have begun to connect the dots, 
giving additional shape to the Alice analysis. 
Review these decisions and consider the lessons to 
be learned.

Steven R. Borgman, Vinson & Elkins LLP, Houston, TX
Janice Le Ta, Vinson & Elkins LLP, Austin, TX

11:00 a.m. 1.00 hr

Section 101 and Alice:  
Prosecution Tips and New USPTO Guidelines
Engage in a practical discussion of the USPTO 
guidelines and their examples to help navigate a 
sound path from disclosure development, through 
application drafting, to launch into difficult and 
changeable seas. Hear experiences from regular 
interviews in the office to the USPTO’s most recent 
guidance for prosecution of those applications 
already at sea.

Michael W. Piper, Conley Rose, PC, Plano, TX

12:00 p.m. Pick Up Lunch
Included in registration.

THURSDAY AFTERNOON

Presiding Officer: 
Michael P. Adams, Jackson Walker LLP, 
Austin, TX

THANK YOU TO OUR  
EXCLUSIVE SPONSOR

LUNCHEON PRESENTATION

12:20 p.m. .50 hr

Interview With the USPTO Texas Regional 
Director

Hope C. Shimabuku, Regional Director, U.S. Patent 
and Trademark Office, Texas Regional Office, 
Dallas, TX

Moderator:
David L. McCombs, Haynes and Boone, LLP,  

Dallas, TX

12:50 p.m. Break

1:05 p.m. .50 hr

Standard-Essential Patents (SEPs):  
From Germany to Luxemburg and Back—
Recent Legal Developments in Europe
Learn the most recent developments in dealing 
with standard-essential patents under European 
patent and antitrust laws. Address the CJEU’s 
landmark decision in Huawei v. ZTE (2015) and the 
subsequent implementation, in particular, by the 
German patent courts, and examine injunctions and 
the requirements for a successful FRAND defense.

Dr. Markus Gampp, DLA Piper UK LLP, Munich, 
Germany

1:35 p.m. 1.00 hr | .25 hr ethics

PTAB Proceedings:  
New Rules and Key Practice Tips
Discuss the best practices and current trends at 
the PTAB, including a review of new PTAB rules, 
evidence issues, and practice tips.

Moderator:
Andrew S. Ehmke, Haynes and Boone, LLP, Dallas, TX

Panelists:
Michael T. Rosato, Wilson Sonsini Goodrich & Rosati, 

Seattle, WA
Mark Thomas Garrett, Norton Rose Fulbright,  

Austin, TX
Gregory P. Huh, Haynes and Boone, LLP,  

Richardson, TX

2:35 p.m. .75 hr

Tips and Strategies for Practicing Before the 
PTAB
Hear former PTAB judges share their experiences  
on what works most effectively in practice before 
the PTAB.

Moderator:
Hon. Amber L. Hagy, U.S. Patent and Trademark 

Office, Patent Trial and Appeal Board, Dallas, TX

Panelists:
Scott E. Kamholz, Foley Hoag LLP, Washington, DC
James D. Smith, Ecolab, Wadsworth, IL

3:20 p.m. Break
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Earn up to 14.50 Hours of Credit Including 2.00 Hours of Ethics Credit
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This course has been approved for Minimum Continuing 
Legal Education credit by the State Bar of Texas 
Committee on MCLE in the amount of 14.50 hours, of 
which 2.00 credit hours will apply to legal ethics/
professional responsibility credit. The University of Texas 
School of Law is a State Bar of California approved MCLE 
provider (#1944), and an Oklahoma Bar Association 
MCLE presumptively-approved provider (#169).
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3:30 p.m. .75 hr

Concurrent Proceedings:  
Tension between PTAB and the District Courts
Explore what is really happening in the practice—
including what litigators need to be concerned 
about within the District Courts and what patent 
owners should know when taking their cases 
before the PTAB. Learn how the different courts are 
approaching stays (and the implications of stays), 
how judges are being forced to deal with cases, the 
different evidentiary standards, and more.

Moderator:
Robert Greene Sterne, Sterne, Kessler, Goldstein & 

Fox P.L.L.C., Washington, DC

Panelists:
David J. Healey, Fish & Richardson P.C., Houston, TX
Brian W. Oaks, Baker Botts L.L.P., Austin, TX

4:15 p.m. 1.00 hr | .50 hr ethics

Judicial Panel
Hear distinguished judges from the District Court 
discuss their experiences hearing and trying patent 
cases.

Moderator:
Hon. David Folsom, Jackson Walker LLP,  

Texarkana, TX

Panelists:
Hon. Faith S. Hochberg, Judge Hochberg ADR,  

New York City, NY
Hon. Robert W. Schroeder III, U.S. District Court, 

Eastern District of Texas, Texarkana, TX
Hon. Roy Payne, U.S. District Court, Eastern District 

of Texas, Marshall, TX

5:15 p.m. Adjourn

NETWORKING RECEPTION 

5:15 p.m. – 6:15 p.m.

Join us for drinks and hors d’oeuvres with  
program faculty and attendees.

THANK YOU TO OUR  
EXCLUSIVE SPONSOR

FRIDAY MORNING, NOV. 4, 2016

Presiding Officer: 
William D. Wiese, DuBois, Bryant & 
Campbell, L.L.P., Austin, TX

7:30 a.m. Conference Room Opens
Includes continental breakfast.

8:30 a.m. .75 hr

Supreme Court Update
Consider aspects of the Supreme Court’s continuing 
involvement in patent law, with specific reference to 
cases decided in October Term 2015 and pending 
in October Term 2016. Also, trace the themes or 
dynamics that extend beyond individual cases.

John M. Golden, The University of Texas School of 
Law, Austin, TX

9:15 a.m. .50 hr

AIA Section 102 Now Being Seen in 
Litigated Cases
Investigate the new conditions for novelty under 
the AIA, 35 U.S.C. §102, now seen in litigated cases 
from patent applications first filed after March 16, 
2013, including how those cases play out and what 
patent litigators should be looking for.

Ramzi R. El-Khazen, McKool Smith, Austin, TX
Steven J. Pollinger, McKool Smith, Austin, TX

9:45 a.m. .50 hr

Means-plus-Function Claims after Williamson 
v. Citrix
Discuss the impact of the Federal Circuit’s decision 
in Williamson v. Citrix on claim construction, claim 
scope, and claim validity.

Aden M. Allen, Wilson Sonsini Goodrich & Rosati, 
P.C., Austin, TX

José C. Villarreal, Wilson Sonsini Goodrich & Rosati, 
P.C., Austin, TX

10:15 a.m. Break

10:30 a.m. .50 hr

Overseas Sales in Light of Lexmark, Halo, 
and Life Tech
The development of a global marketplace 
has disrupted settled notions of how activities 
abroad impact enforcement of U.S. patent rights. 
Address recent developments in the law of patent 
exhaustion and foreign sales of products patented 
in the U.S.

Ajeet P. Pai, Baker Botts L.L.P., Austin, TX

11:00 a.m. .50 hr

Opinion Practice after Halo and Stryker—
More Valuable Now?
Explore the value and usefulness of opinions of 
counsel in the wake of the Supreme Court’s recent 
Halo and Stryker decisions. Highlights include 
retracing the recent history of opinions of counsel 
in patent litigation, identifying various costs and 
benefits of opinions of counsel, and offering 
suggestions for when it can be beneficial to obtain 
an opinions of counsel. 

Jeffrey D. Mills, King & Spalding, Austin, TX

11:30 a.m. .50 hr

Rethinking IP Strategies
Track the impact of the Defend Trade Secrets Act 
and the America Invents Act, on the protection of 
technology.

Hilda C. Galvan, Jones Day, Dallas, TX

12:00 p.m. Pick Up Lunch
Included in registration.

FRIDAY AFTERNOON

Presiding Officer: 
Richard L. Wynne Jr., Thompson & 
Knight LLP, Dallas, TX

THANK YOU TO OUR  
EXCLUSIVE SPONSOR

LUNCHEON PRESENTATION

12:20 p.m. .75 hr

The Surprising Resilience of the Patent System
Despite seemingly massive changes in patent 
law in the last 40 years, first towards stronger and 
then towards weaker protection, the basic trends 
in use of the patent system have remained largely 
unchanged. Find out why.

Mark A. Lemley, Stanford Law School and Durie 
Tangri LLP, Stanford and San Francisco, CA

1:05 p.m. Break
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1:20 p.m. .75 hr

Licensing Agreements
Drafting and negotiating patent licenses has always 
been tricky, but the rapid pace of technological 
disruption, the increasingly complex web of industry 
relationships, and developing bodies of law have 
come together to make it more challenging than 
ever. Review how licensing strategies should evolve 
to take into account these and related factors, with 
an emphasis on real-world drafting and negotiating 
examples.

Edward A. Cavazos, Pillsbury Winthrop Shaw 
Pittman LLP, Austin, TX

Keith E. Witek, Tesla Motors, Austin, TX

2:05 p.m. 1.00 hr | .25 hr ethics

In House Counsel Panel
Panelists discuss the issues that matter most from 
the perspective of in-house counsel. Engage in a 
wide ranging discussion of patent prosecution, 
litigation and licensing issues, and the prospect for 
patent reform as viewed by those working within 
the biotech, retail, and petroleum industries.

Moderator:
Mark E. Patrick, Texas Instruments Incorporated, 

Dallas, TX

Panelists:
Marcella Watkins, Shell Oil Company, Houston, TX
Diane K. Lettelleir, J.C. Penney Corporation, Inc., 

Plano, TX
Ana C. Ward, Rosetta Genomics, Austin, TX

3:05 p.m. 1.00 hr ethics

Privilege in Patent Cases: What’s New?
Analyze the privilege and work-product issues 
that arise in patent practice, including the risks 
still associated with relying upon protection 
over communications involving patent agents, 
and explore the risks of various commercial 
arrangements, such as licensing and joint ventures.

David Hricik, Mercer University School of Law and 
Taylor English Duma LLP, Macon and Atlanta, GA

4:05 p.m. Adjourn

phone 512.475.6700 ■ www.utcle.org ■ fax 512.475.6876
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ALAN D. ALBRIGHT*—CO-CHAIR 
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MARK E. SCOTT*—CO-CHAIR 
Conley Rose, PC 
Austin, TX

KENNETH R. ADAMO 
Kirkland & Ellis LLP 
Chicago, IL

MICHAEL P. ADAMS* 
Jackson Walker LLP 
Austin, TX

TOM ADOLPH* 
Adolph Locklar 
Houston, TX

ADEN M. ALLEN 
Wilson Sonsini Goodrich &  
Rosati, P.C. 
Austin, TX

MICHAEL C. BARRETT* 
Cirrus Logic 
Austin, TX
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Houston, TX
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Vinson & Elkins LLP 
Houston, TX
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Austin, TX
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Austin, TX
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The University of Texas School of Law 
Austin, TX

JOHN M. GUARAGNA* 
DLA Piper LLP US 
Austin, TX

HON. AMBER L. HAGY 
U.S. Patent and Trademark Office,  
Patent Trial and Appeal Board 
Dallas, TX

DAVID J. HEALEY* 
Fish & Richardson P.C. 
Houston, TX

GREGORY L. HILLYER 
Brinks Gilson & Lione 
Washington, DC

HON. FAITH S. HOCHBERG 
Judge Hochberg ADR 
New York City, NY

DAVID HRICIK 
Mercer University School of Law  
and Taylor English Duma LLP 
Macon and Atlanta, GA, GA

GREGORY P. HUH 
Haynes and Boone, LLP 
Richardson, TX

JOANNA JEFFERSON* 
The University of Texas School of Law 
Austin, TX
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Stanford Law School and Durie  
Tangri LLP 
Stanford and San Francisco, CA
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J.C. Penney Corporation, Inc. 
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Dallas, TX
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Baker Botts L.L.P. 
Austin, TX
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King & Spalding 
Austin, TX
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Quick Technologies Inc. 
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JAMES J. NAWROCKI* 
IPFC Corp. 
Houston, TX
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Haynes and Boone, LLP 
Austin, TX

BRIAN W. OAKS 
Baker Botts L.L.P. 
Austin, TX
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Baker Botts L.L.P. 
Austin, TX
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Texas Instruments Incorporated 
Dallas, TX

HON. ROY PAYNE 
U.S. District Court, Eastern District  
of Texas 
Marshall, TX

MICHAEL W. PIPER 
Conley Rose, PC 
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McKool Smith 
Austin, TX
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Seattle, WA
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U.S. District Court, Eastern District  
of Texas 
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HOPE C. SHIMABUKU 
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U.S. Patent and Trademark Office,  
Texas Regional Office 
Dallas, TX

JAMES D. SMITH 
Ecolab 
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Weil, Gotshal & Manges LLP 
Houston, TX

ROBERT GREENE STERNE 
Sterne, Kessler, Goldstein &  
Fox P.L.L.C. 
Washington, DC

JANICE LE TA 
Vinson & Elkins LLP 
Austin, TX

JOSÉ C. VILLARREAL* 
Wilson Sonsini Goodrich &  
Rosati, P.C. 
Austin, TX

ANA C. WARD 
Rosetta Genomics 
Austin, TX

MARCELLA WATKINS 
Shell Oil Company 
Houston, TX

SHIRLEY WEBSTER* 
Ocean Tomo, LLC 
Houston, TX

WILLIAM D. WIESE* 
DuBois, Bryant & Campbell, L.L.P. 
Austin, TX

KEITH E. WITEK 
Tesla Motors 
Austin, TX
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Thompson & Knight LLP 
Dallas, TX
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BANKRUPTCY CONFERENCE
Austin ■  Nov 16*, 17–18, 2016 

*Wednesday Evening John C. Akard Lecture

TAXATION CONFERENCE
Austin ■  Nov 30–Dec 1, 2016

ESTATE PLANNING WORKSHOP
Austin ■  Dec 2, 2016

NONPROFIT ORGANIZATIONS
Compliance and Internal Review Workshop

Austin ■  Jan 11, 2017 

Nonprofit Organizations Institute
Austin ■  Jan 12–13, 2017

RENEWABLE ENERGY LAW
Austin ■  Jan 31–Feb 1, 2017

ADVANCED PATENT LAW INSTITUTE
Alexandria, Virginia ■  Mar 9–10, 2017
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PLEASE PRINT CLEARLY PT16

Bar Card#  ❑ TX ❑ Other State:  ❑ N/A

Name [ Mr. / Ms. ] 

Firm 

Address 

City   State   Zip 

Telephone    Fax 

Registrant’s Email (required) 

Assistant’s Email (optional) 
Invoices, confirmations and receipts are emailed to these addresses.

REGISTRATION— Includes Electronic Course Materials, Thursday and Friday Luncheon 

Presentations, and Thursday Networking Reception
Special group registration rates available. Call 512.475.6700.

1. Select Registration Type

❑ Individual registration by Wednesday, October 26 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $695

❑ Individual registration after Wednesday, October 26 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $745

2. Select Course Materials Format

❑ Electronic Course Binder Download (PDF) ONLY

❑ PURCHASE: Printed Course Binder (available through October 26)  . . . . . . . . . . . . . . . . . . . .$27.06
Price of binder includes 8.25% sales tax

❑ Printed Binder for Tax Exempt Registrants (e.g., government employees and nonprofits) . . . . . $25

 Live Webcast Registration 
Includes Electronic Course Binder Download (PDF) in ”Your Briefcase“

	❑ Individual registration . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $645

IN-HOUSE— For Texas MCLE Credit
ConferenceComplete package includes Audio CD Set plus a Printed Binder and MCLE Reporting Form for each participant.
Available for delivery 3–5 weeks after conference date. Shipping included.

❑ In-House for 2 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $850

  Additional participant(s) for $275 each . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $ 

CONFERENCECOMPLETE MATERIALS
†
— For Research and Self-Study 

Comprehensive Binder and Audio products from the live conference.  
Available for delivery 3–5 weeks after conference date. Shipping included.

❑ eBinder Download (PDF) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $225

❑ Printed Binder . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $275

❑ Audio Download (MP3) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $175

❑ Audio CD Set  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $224
†
Texas customers—add 8.25% sales tax or include an Exemption Certificate . . . . . . . . . $ 
Sales tax will be invoiced separately on taxable orders for which payment does not include tax.

 TOTAL $ 

METHOD OF PAYMENT

❑ Check (make check payable to The University of Texas at Austin) 

❑ VISA ❑ MasterCard ❑ American Express ❑ P.O.

Card /P.O. #    Exp. Date 
 
/

  (mm/yy)
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REGISTRATION FORM

phone 512.475.6700 ■ www.utcle.org ■ fax 512.475.6876

HOW TO REGISTER

Online:
www.utcle.org/conferences/PT16

Mail:
The University of Texas  

School of Law 
Attn. CLE 

PO Box 7759 
Austin, TX 78713-7759

Fax: 
512.475.6876

Questions? 512.475.6700 

Dietary requirements or Accessibility needs?
Call 512.475.6700 or email service@utcle.org

REGISTRATION BENEFITS

Before the Conference: Access course materials—
downloadable PDFs of papers and slides—and 
speaker and attendee roster in Your Briefcase  
48 hours before the conference.

After the Conference: Unlimited access to final, 
complete course materials—downloadable PDFs 
of papers and slides—in Your Briefcase.

eConference: Complimentary 180-day access to 
the eConference—with papers, slides, and 
audio—for CLE credit (TX and CA) you may have 
missed at the live conference. Available in Your 
Briefcase 6–8 weeks after the conference.

TX MCLE Credit Reporting: UT Law CLE can 
report credit on your behalf directly to the State 
Bar of Texas. Track your Texas MCLE credit claimed 
and reported through UT Law CLE in Your Account.

Your Account: Activate Your Account online at 
www.utcle.org. Your UT Law CLE Account is 
created for you as a first-time conference 
registrant (mail and fax registrations) with the 
email address you provide.

IN-HOUSE AND 
CONFERENCECOMPLETE 

MATERIALS

In-House

Bring the Advanced Patent Law Institute in-house. 
Audio presentations and written materials for 
learning with your colleagues—for Texas MCLE 
credit. We manage the accreditation process from 
approval to reporting. Custom packages available.

ConferenceComplete Materials 

Comprehensive Binder and Audio products from the 
live conference—for research and self-study. 
Available for download and shipping. 
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AUSTIN
November 3–4, 2016

CONFERENCE LOCATION

Four Seasons Hotel 
98 San Jacinto Blvd 

Austin, TX 
512.685.8100 (reservations)

Special Room Rate: $269 
good through October 3, 2016 
reference “UT Law Patent Law“ 

(subject to availability)

Parking: 
$12 daily self-parking; $16 valet  

$32.50 overnight self or valet 
(subject to change)

KEY DATES

October 26, 2016 
last day for early registration 
add $50 for registrations 
received after this time

October 28, 2016 
last day for cancellation (full refund)

October 31, 2016 
last day for cancellation (partial refund) 

$50 processing fee applied

November 3, 2016, 8:20 a.m. 
Institute begins
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