CLE THE UNIVERSITY OF TEXAS SCHOOL OF LAW

Presented:
19" Annual Advanced Patent Law Institute

November 6-7, 2014
Austin, Texas

BROADEST REASONABLE INTERPRETATION

Mark E. Scott

Darlene F. Ghavimi

Author contact information:
Mark E. Scott

Darlene F. Ghavimi

Conley Rose, PC

13413 Galleria Circle, Suite 100
Austin, TX 78738

mscott@conleyrose.com
512-610-3410

Continuing Legal Education « 512-475-6700 « www.utcle.org



II.

III.
IV.

VL

TABLE OF CONTENTS

TABLE OF AUTHORITIES ....cooiiiiiiieeeeee ettt i
INTRODUCTION ...ttt ettt ettt b ettt be s 1
HISTORICAL DEVELOPMENT .....coooiiiiiiieeeeeee ettt 1
BRI IN EX PARTE PATENT PROSECUTION ....c.cccoiiriiiiieieiieieneieeseeeeseeie s 4
A. Double REHANCE ........cueiiiiiiiiiicicccec et 4
B. Ignoring Claim LImMItations. ......c.coeeveueruerirerieiininieinetecrtee et 7
1. Functional Limitations and Intended Use.........ccccceeveiinenieinineeneceen 7

a) “Configured t0” ClaUSES .......coevveuirrerieirieininieeeeneereetee e 8

b) “For” and “wherein” Clauses..........ccceeveveriereneeeneeeeeeeere e 10

C. Adjective as a Label, NOt Structure ..........cccecevveereneineneencieeeee e 11
D. OULLIETS ..ottt 15
a) No Claimed Function — Ignore It.........cccocooevivinininineninccncns 15

b) Limitation Infinitely Broad..........cccccoovevieviiniininineiiceeeeeeeees 15

E. Ex Parte Patent Prosecution Final Thoughts...........cccooceoininininnnee, 16
BRI IN POST-GRANT REVIEW ....couiiiiiiiiiiieieeceeee ettt 17
A. BRI and Phillips — Not That Different............ccccooeriiininininiecceeee 17
B. Discounting the Interpretation of One of Ordinary Skill ..........ccccovviiiiinennennee. 20
1. Facebook, Inc. v. Evolutionary Intelligence, LLC (IPR) .......cccccoveuenenene. 20

2. Smith & Nephew, Inc. v. Convatec Tech., Inc. (IPR).........ccccceevrrurnnnee. 23

C. Different Views of the Significance of the Prosecution History ............coccceeuenneee. 24
D. G1OSSATY CONLLOIS .....cvviviieierieiiieieieteete ettt ettt ebe b b eaeebe e 27
E. District Court and PTAB DiSagIee ........coccuverieiriinieineieercieereeeeeeeeseeeeveeeaes 27
F. Same Claim Under Both Standards ..........c.ccccoveviniiiniiinnincnecneccnee 30
G. OULLIELS <.ttt sttt et b e s b e b bbb bbb beenas 30
1. Construing a Claim Too NarroOWly........ccccceeeveveeeeenieneeeeeeeeeeeeveeveenns 30

2. Failing to Construe a Claim............cccuevievierieniecieieceeie e 32
CONCLUSION ..ottt ettt ettt sttt b ettt e st enes 36



I. TABLE OF AUTHORITIES

Cases
Bayer AG. v. Biovail Corp., 279 F.3d 1340 (Fed. Cir. 2002) .......cceiiririieeeeeeeeeeeeeeeeeee e 32
CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359 (Fed. Cir. 2002) ......ccceevevrevieieeeeeeeeeeeennn, 19
Cisco Sys. Inc. v. AIP Acquisition LLC, IPR2014-00247 (Dec. 12, 2013)...ccccccevivininininenceenn 32
Comark Communications, Inc. v. Harris Corp., 156 F.3d 1182 (Fed. Cir. 1998).......c.cceevvreeuenee. 28
Corning, Inc. v. DSM IP Assets B.V., IPR2013-00044 (Nov. 15,2012)...ccccccererinenininenenn 35-38
Ex Parte Nix, 2008-001747 (B.P.A.L Sept. 22, 2008) .......cecertrereieerieirienieierieeeresieesreneene e 11
Ex parte Tipley, No. 2009-000300, 2009 WL 3006481 (B.P.A.L Sept. 18, 2009).......cccecvveruenncnne. 11
Ex parte Zweig, No. 2010-001186, 2012 WL 338367 (B.P.A.L. Jan. 10, 2012)....ccccceveveerernennnn. 11
Facebook, Inc. v. Evolutionary Intelligence, LLC, IPR2014-00093 (October 23, 2013)........... 22-24
Foursquare Labs, Inc. v. Silver State Intellectual Techs., Inc., IPR2014-00159 (Nov.

I8, 2013 ettt h et b e bbbt a e e bbb ae b beeaeeae e 33,34
Inre Carr,297 F. 542 (D.C. Cir. 1924). .oovioieeeeeeeeeeeeee ettt st 1,3
In re Hutchison, 154 F.2d 135 (CCPA 1940).....c.o ettt e 9
In re Kebrich, 201 F.2d 951 (CCPA 1953) oottt 2
In re Prater, 415 F.2d 1393 (CCPA 1969) ...ttt 1,2
In re Robert Skvorecz, 580 F.3d 1262 (Fed. Cir. 2009). .......ccoeieieirieieieieeeeeeeeeeee e 15
In re Sneed, 710 F.2d 1544 (Fed. Cir. 1983) ..ottt 2
In re Translogic Tech., Inc., 504 F.3d 1249 (Fed. Cir. 2007)....cccoireriirenrinieeeeeeeeeee e 19
In re Van Geuns, 988 F.2d 1181 (Fed. Cir. 1993)....cuiiiiieeeeeeeeeeeeeee s 32
In re Wilson, 424 F.2d 1382 (CCPA 1970) ...couiiiieeeeeeeeee ettt 11
In re Yamamoto, 740 F. 2d 1569 (Fed. Cir. 1984) ......ccuoiiiiieeeeeeeeeteeeee e 3
Johnson Controls, Inc. v. Wildcat Licensing WI, LLC, IPR2014-00304 (Dec. 27, 2013).......... 26-28
Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) ....ccoooieiirieieinieieeeeeeeeeeeeeeeeeeeaes passim
SAP Am. Inc. v. Versata Dev. Group, Inv., CBM2012-00001 (Sept. 16, 2012). ....ccccvvvuveuennene 29-31
Smith & Nephew, Inc. v. Convatec Tech., Inc., IPR2013-00102 (Dec. 22, 2012). .....ccccveuenee. 24-26
Tempo Lighting, Inc. v. Tivoli, LLC, 742 F.3d 973 (Fed. Cir. 2014)......ccooieeeeieeeeeeeeeeeeee, 20
ZTE Corp. and ZTE (USA) Inc. v. ContentGuard Holdings Inc., IPR2013-00133 (Feb.

12, 2003). ettt b ettt ettt 28,29

— 11—



Statutes

B4 ULSICL § 28 et bbbt b e b bbb bbb bbbt b bbb 18
BSUSC § 10T ottt s b e s bbb bbbt bbb naes 2
Rules

MPEP 8" Ed., Rev. 6, September 2007, §2111.04 ........c.oouiveeeeieeeeeeeeeeeeeee e 8
MPEP 81 Ed., Rev. 6, September 2007, 2114 .........oviueeeeeeeeeeeeeeeeeeeeee e esae e 7
MPEP 9%, March 2014, §2111 ..ot 14
MPEP 9" Ed., March 2014, § 2111.01 .....ouvuevieeeeeeeieeeeee e eeeee e 18, 19
Regulations

37 C.F.R.A2.100 (2012). ettt b e s s sb e s bbbt bbb s b b sbesbesbesbesbeebes 3

— il —



IL INTRODUCTION

The standard under which the United States Patent and Trademark Office (hereafter just
“USPTO”) construes patent claims is called the broadest reasonable interpretation (sometimes herein
just “BRI”) standard. The broadest reasonable interpretation standard affords the claims their
broadest reasonable interpretation consistent with the specification as it would be interpreted by one
of ordinary skill in the art. The broadest reasonable interpretation standard is different than the
standard employed by federal courts to construe patent claims during litigation—the Phillips
standard—and the difference may result in identical claims construed narrowly in court and more
broadly by the USPTO. While differing constructions for the same claim may be confusing to patent
owners, it is all too familiar to practitioners. This paper discusses various examples of how the
broadest reasonable interpretation standard has been applied by patent examiners in ex parte patent
prosecution, and points the reader to examples of the use of the broadest reasonable interpretation
during post-grant review proceedings, such as inter partes review and covered business method
review.
III. HISTORICAL DEVELOPMENT

The phrase “broadest reasonable interpretation,” and the interpretational standard the phrase
represents, traces its origin to the early twentieth century. In particular, in 1924 in the case of In re
Carr' the D.C. Circuit was addressing differences in claim interpretation applied during pendency,
and after issuance.? In the Carr case, the statement was made that, with respect to claim interpretation
when an application is pending, the “claims will be given the broadest interpretation of which they
are reasonably susceptible.””

The standard was refined to address ambiguity in the reasonableness starting with In re
Prater.* In Prater, the Court of Customs and Patent Appeals (“CCPA”) refined the broadest

reasonable interpretation standard® such that the standard was to be applied consistent with the

1297 F. 542 (D.C. Cir. 1924).
21d.

3 Id. at 544.

4415 F.2d 1393 (CCPA 1969).

> Which standard had already been adopted by the CCPA in 1953 in the case of In re Kebrich, 201
F.2d 951 (CCPA 1953).



specification.® In particular, the claims at issue in Prater were admitted by Prater to be broad enough
to cover purely mental processes (and thus non-statutory subject matter under 35 U.S.C. §101), but
Prater urged the court that, read in view of the Prater’s specification which disclosed an analog
device to perform the task, the claim must cover a statutory machine.” The CCPA agreed with Prater
regarding reading claims in light of the specification, but viewed the particular issue as a request to
read a limitation into the claims, as opposed to interpret a particular limitation in view of the claims.?

After coming into existence, the Court of Appeals for the Federal Circuit (hereafter just
“Federal Circuit”) also adopted the broadest reasonable interpretation standard for cases appealed
from the USPTO, with reasonableness limited by the specification, stating “claims in an application

299

are to be given their broadest reasonable interpretation consistent with the specification.”” Moreover,

the Federal Circuit indicated that during prosecution terms of claims are to be interpreted as one
having ordinary skill in the art would interpret them.'”

The broadest reasonable interpretation standard was re-affirmed in 2005 in the en banc case
of Phillips v. AWH Corp."!

The Patent and Trademark Office (“PTO”) determines the scope of the claims in patent
applications not solely on the basis of claim language, but upon giving claims their
broadest reasonable constructions in light of the specification as it would be interpreted
by one having ordinary skill in the art. ... Indeed, the rules of the PTO require that
application claims must “conform to the invention as set forth in the remainder of the
specification and the terms and phrases used in the claims must find clear support or
antecedent basis in the description so that the meaning of the terms in the claims may
be ascertainable by reference to the description.”!?

¢ Prater, 415 F.2d at 1404.

"Id.

1d.

% In re Sneed, 710 F.2d 1544, 1548 (Fed. Cir. 1983) (Citing Prater).
0 1d.

'1'415 F.3d 1303 (Fed. Cir. 2005) (en banc).

12 Id. at 1316 (internal quotations and citations omitted).
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