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INTEREST OF THE AMICUS CURIAE
1
 

The amicus curiae are twenty-three law professors who teach and write on 

patent law and policy, and are thus concerned with the integrity of the legal system 

that secures innovation to its creators and to the companies that commercialize it in 

the marketplace. Although amici may differ amongst themselves on other aspects 

of modern patent law and policy, they are united in their professional opinion that 

this court should grant rehearing en banc because the panel decision’s application 

of § 101 undermines the function of the patent system to promote and to legally 

secure twenty-first-century innovation. They have no stake in the parties or in the 

outcome of the case.  

SUMMARY OF ARGUMENT 

 The panel decision exceeded the scope of the Supreme Court’s § 101 

jurisprudence in distinguishing patents claiming laws of nature, natural 

phenomena, and abstract ideas from patents claiming patent-eligible applications 

of those concepts.
2
 As the Supreme Court recognized in Bilski v. Kappos, 561 U.S. 

591 (2010), Section 101 is a “dynamic provision designed to encompass new and 

unforeseen inventions.” Id. at 605. Since the parties and other amici address the 

                                           
1
 No party’s counsel authored this brief in whole or part; no party or party’s 

counsel contributed money intended to fund preparing or submitting the brief; and 

no person other than amici, their members, or counsel contributed money intended 

to fund preparing or submitting the brief. Fed. R. App. P. 29(c)(5).  
2
 Ariosa Diagnostics, Inc. v. Sequenom, Inc., 788 F.3d 1371 (Fed. Cir. 2015). 



2 

 

legal infirmities and technological errors in the panel’s decision, amici here offer 

two further insights as to how the panel decision undermines the essential function 

of the patent system in promoting new innovation. First, development and 

commercialization of prenatal genetic diagnostic tests is exactly the type of twenty-

first-century innovation the patent system is designed to promote as a historically 

“unforeseen invention.” Id. at 605. Second, the panel’s analysis is not even “a 

sufficient basis for evaluating processes similar to those in the Industrial 

Revolution,” because if applied consistently it would call into question nineteenth-

century patented innovation the Supreme Court deemed valid. Id. at 605. 

ARGUMENT 

I. The Panel Decision Undermines Twenty-First-Century Innovation That 

The Patent System Is Designed To Promote And Protect 

 

The panel’s decision contravenes the Bilski Court’s injunction that § 101 

tests should not impede the progress of future innovation. The massive research 

and development into new technological applications of genetic diagnostic testing 

methods exemplifies the “progress of . . . useful Arts” the patent system is intended 

to promote and secure to its creators.
3
  

As the close relationship between genetic variation (and mutational injury) 

and disease has become more clear as a result of massive research and 

                                           
3
 U.S. CONST. art. 1, § 8, cl. 8. 
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