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Proposal: Apply othe r § 316(b) fac tors in 

de c iding to institute

§ 316(b ) p ro vid e s tha t the  PTO sho uld  p ro mulg a te  re g ula tio ns tha t c o nsid e r 
“ the  e ffe c t o f a ny suc h re g ula tio n o n the  e c o no my” , “ the  e ffic ie nt 
a d ministra tio n o f the  Offic e ”  o r “ the  inte g rity o f the  p a te nt syste m.”   Fo rme r 
De p uty Dire c to r Slife r ha s sug g e ste d  se ve ra l a d d itio na l situa tio ns, inc lud ing  
d e nying  institutio n whe n:

•Fina nc ia l ha rdship of pa te nt owne r, inc lud ing  whe re  the  p a te nt o wne r la c ks the  
fina nc ia l a b ility to  fa irly d e fe nd  a g a inst a n IPR/ PGR, whe re  the  p a te nt o wne r is a  
unive rsity o r no t-fo r-p ro fit o rg a niza tio n who se  o p e ra tio ns wo uld  b e  imp a ire d  if 
re q uire d  to  d e fe nd  a n IPR, whe re  mo unting  suc h a  d e fe nse  wo uld  imp a ir the  
p a te nt o wne r’ s a b ility to  d e ve lo p , ma nufa c ture  a nd / o r ma rke t his/ he r inve ntio n, 
o r whe re  the  p a te nt o wne r is a  sma ll b usine ss o r e ntity. (e ffe c t o n the  e c o no my)

•The re  a re  e xte nsive  disc ove ry issue s tha t c a nnot fa irly be  pe rforme d in the  time  

fra me a llo we d  und e r the  sta tute  o r whic h wo uld  re q uire  d e te rmina tio n o f e xp e rt 
c re d ib ility. (e ffic ie nt a d ministra tio n o f the  Offic e )

• Whe re  institutio n o f a n IPR wo uld  like ly disrupt the  na sc e nt or ong oing  busine ss 

of the  pa te nt owne r, o r the  a b ility o f tha t b usine ss to  ra ise  ne e d e d  c a p ita l to  
furthe r d e ve lo p me nt, ma nufa c ture  o r ma rke ting  o f the  c la ime d  inve ntio n. 
(e ffe c t o n the  e c o no my)
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Proposal: Elimina te  proc e e ding s tha t a re  

duplic a tive  a nd/ or a busive
The  AIA p ro vid e s tha t the  PTO is to  e nsure  tha t p a te nt o wne rs a re  
p ro te c te d  fro m a ny “ imp ro p e r use  o f the  p ro c e e d ing ”  (§ § 316(a )(6) a nd  
326(a )(6)).

The  PTO sho uld  re c o g nize  tha t d up lic a tive  p ro c e e d ing s a re  inhe re ntly 
a b usive .  If c o nso lid a tio n into  a  sing le  IPR p ro c e e d ing  is no t p o ssib le , the  
la te r file d  p e titio ns sho uld  b e  d e nie d  witho ut p re jud ic e .

IPR’ s we re  c re a te d  to  b e  a lte rna tive s, no t a d junc ts, to  c o urt 
p ro c e e d ing s.  If the re  is a lso  a  c o urt p ro c e e d ing , a  p re d ic a te  fo r IPR 
institutio n sho uld  b e  tha t a ll p e titio ne r-d e fe nda nts stip ula te  tha t the  IPR 
will b e  d isp o sitive  o f its p rio r a rt va lid ity d e fe nse s.

An IPR p e titio n file d  to  c a rry thro ug h o n a  “ ra nso m” thre a t is a b usive  a nd  
sho uld  b e  d e nie d .

An IPR p e titio n file d  to  c irc umve nt o r to  re litig a te  a n issue  tha t is to  b e  
trie d  in a  Ha tc h-Wa xma n o r BPCIA c o urt p ro c e e d ing  is d up lic a tive  a nd  
a b usive , a nd  sho uld  b e  d e nie d . Se e Sta te me nt o f Philip  S. Jo hnso n to  Ho use  Jud ic ia ry IP 
Sub c o mmitte e , No ve mb e r 7, 2017

Stro ng e r Pa te nts Ac t wo uld  limit IPR/ PG R to  o ne  re vie w p e r p a te nt c la im 
(Se c tio n D) a nd  g ive  p rio rity to  d istric t c o urt va lid ity d e te rmina tio ns 
(Se c tio n H).
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Proposal: Re sc ind the  de le g a tion of institution to  the  

PTAB & a ssig n it to  de le g a te s of the  Dire c tor a c ting  in 

a n e xe c utive , not judic ia l, c a pa c ity

The  AIA e nvisio ns the  ro le  o f the  PTAB in IPR p ro c e e d ing s a s o ne  tha t is limite d  
to  tha t o f c o nd uc ting  tho se  IPR’ s tha t the  Dire c to r d e c id e s to  institute . 

This inte ntio na l se p a ra tio n o f the  e xe c utive  func tio n o f the  Dire c to r fro m the  
jud ic ia l func tio n o f the  PTAB wa s inte nd e d  a s a n imp o rta nt sa fe g ua rd  fo r 
p a te nt o wne rs.  

In c o nve rting  inte r p a rte s re e xa ms c o nd uc te d  b y e xa mine rs into  IPRs & PGRs 
fe a turing  tria ls c o nd uc te d  b y the  PTAB, a  p ro te c tive  la ye r o f inte rna l a p p e lla te  
re vie w wa s fo rsa ke n in the  na me  o f e xp e d ie nc e .  This wa s re p la c e d  b y c le a rly 
se p a ra ting  tho se  re sp o nsib le  fo r the  institutio n p ha se  (the  Dire c to r) fro m tho se  
who  wo uld  c o nd uc t the  a d jud ic a tio n p ha se  (the  PTAB).

The  Dire c to r, no t the  PTAB, is in a  b e tte r p o sitio n to  a sse ss the  p o lic y 
c o nsid e ra tio ns fa vo ring  d e nia l o f institutio n d ue  to  “ the  e c o no my, inte g rity o f 
the  p a te nt syste m, the  e ffic ie nt a d ministra tio n o f the  Offic e , a nd  a b ility o f the  
Offic e  to  time ly c o mp le te  p ro c e e d ing s institute d ”  (AIA § 316(b )) a nd  whic h 
typ e  o f p ro c e e d ing , if a ny, sho uld  g o  fo rwa rd  (AIA § 315(d )).

Pe r ABA-AIPLA-IPO a  furthe r re a so n to  d e ny sho uld  b e  whe n “ The  Dire c to r 
d e te rmine s tha t, in vie w o f the  te mp o ra l a nd  p ro c e d ura l limita tio ns p e rta ining  
to  the  re vie w, the  na ture  o f the  re vie w so ug ht, a nd  the  like ly time line ss o f the  
p a rtie s’  a c c e ss to  the  e vide nc e  ne c e ssa ry to  a  just d e te rmina tio n o f tha t 
re vie w b y the  Offic e , the  institutio n o f the  re vie w wo uld  no t b e  in the  inte re sts 
o f justic e  o r d ue  p ro c e ss. [Se e  157 Co ng . Re c . Se c s. 1368, 1376-77]”
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By ha ving  se pa ra te  de c ision ma ke rs for 

institution a nd tria l, the  risk of unc onsc ious bia s 

would be  e limina te d

This kind  o f intra -a g e nc y se p a ra tio n is c o nsiste nt with the  
a p p ro a c h o f the  Ad ministra tive  Pro c e d ure  Ac t, whic h p ro hib its 
a ny p e rso n e ng a g e d  in the  p e rfo rma nc e  o f p re -he a ring  a c tivitie s 
(suc h a s inve stig a tive  o r p ro se c uting  func tio ns) fro m p a rtic ip a ting  
o r a d vising  o n the  fina l me rits d e c isio n.  5 U.S.C . 554(d ).  

A se p a ra tio n o f p e rso nne l p ro vid e s a  d iffe re nt fo rm o f inte rna l 
re vie w, e nsuring  tha t unb ia se d  PTAB jud g e s will se rve  a s a  c he c k 
o n Dire c to r’ s initia l d e te rmina tio n a s to  whe the r the  thre sho ld  a nd  
o the r re q uire me nts fo r institutio n ha ve  b e e n me t.

“ The  PTAB p a ne l d e c id ing  the  me rits o f the  c a se  c a nno t b e  the  
sa me  d e c isio nma ke r tha t d e c id e s to  institute  re vie w. The  d e c isio n 
to  institute  re vie w must b e  ma d e  b y a  d iffe re nt d e c isio nma ke r. 
This must b e  d o ne  to  p re ve nt the  PTAB p a ne l jump ing  to  
p re ma ture  c o nc lusio ns b a se d  o n “ first imp re ssio n”  b ia s a nd  
inc o mp le te  e vid e nc e .”  

Sup p le me nta l Sta te me nt o f Jud g e  Pa ul Mic he l: to  the  IP Sub c o mmitte e  o f the  Ho use  
Jud ic ia ry Co mmitte e , Se p t. 12, 2017 ; Se e  a lso  Stro ng e r Pa te nts Ac t, Se c tio n 104 
(p ro hib iting  o ve rla p  b e twe e n institutio n & tria l p a ne ls)
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