
Alice Year in Review 2018 2019
Steve R. Borgman & Briana Falcon, Vinson & Elkins

Janice L. Ta, Baker Botts

Welcome to My Nightmare: Section 101 Year in Review
Steve R. Borgman & Briana Falcon, Vinson & Elkins

Janice L. Ta, Baker Botts

1

2



Welcome to my Nightmare: Alice Corp. v. CLS Bank

Billion Dollar Babies: Software Based Patents

Clones (We’re All): Life Science Patents

Raise Your Fist & Yell: Federal Circuit

School’s Out

Appendices

Appendix A: 2018 Section 101 Update

Appendix B: 2017 Section 101 Update

Appendix C: 2016 Section 101 Update
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Overview
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U.S. Patent No. 5,970,479:

Computerized trading platform for

reducing settlement risk by having

third party ensure exchanges are

completed by both or neither party.

Holding: “[T]he claims at issue are

drawn to the abstract idea of

intermediated settlement . . . .

[M]erely requiring generic computer

implementation fails to transform

that abstract idea into a patent

eligible invention.”

Alice Corp. v. CLS Bank Int’l (June 19, 2014)
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Alice/Mayo Two Step Framework

Step One – Are the claims “directed to” one of

the patent ineligible “concepts” like “laws of

nature, natural phenomena, and abstract ideas.”

Step Two – “Simply appending conventional

steps, specified at a high level of generality” is

not “enough” to supply an inventive concept.

“[C]laims in Diehrwere patent eligible because

they improved an existing technological process,

not because they were implemented on a

computer.”
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Federal Circuit § 101 Decisions 2014 – 2016

2014 2015 2016

Sept. 13:McRO

Aug. 1: Elec.

Power Group

Aug. 10: In re

Chorna (NP)

Aug. 15: TDE

Petroleum

(NP)

June 27: BASCOM

May 12: Enfish

Nov. 14: Ultramercial

Dec. 5: DDR Holdings

Dec. 17: In re BRCA1 and

BRCA2 Hereditary Cancer

Test Patent Lit.

Dec. 23: Content Extraction

June 11: OIP

Technologies

June 23: Internet

Patents Corp.

Dec. 2: Ariosa

Diagnostics.

Dec. 28: Vehicle

Intelligence & Safety LLC

Oct. 11:

FairWarning

Oct. 17:

Synopsys

Sept. 23: Affinity Labs

v. DirecTV

Sept. 23: Affinity Labs

v. Amazon.com Inc.

Sept. 30: Intellectual

Ventures I v. Symantec

April 8:

Genetic Techs

Mar. 10: In re

Smith

Jan. 20:Mortgage

Grader

June 19: Alice

July 11: Digitech

Image Techs.

July 6: : Intellectual

Ventures I v.

Capital One Bank

July 9: Versata

Aug. 26: Planet

Bingo (NP)

Sept. 3: buySAFE

Apr. 22: In re

Brown (NP)

May 17: In re

TLI Comms.

July 5: Rapid Lit. Mgmt.

Eligible: 6 Decisions

Ineligible: 30 Decisions
NP = Non Precedential

July 13:

Shortridge (NP)

July 25:

Lending Tree

(NP)

Nov. 16:

Tranxition

(NP)

Nov. 29:

Ameranth

Nov. 1: Amdocs

Federal Circuit § 101 Decisions 2017

2017

Eligible: 2 Decisions

Ineligible: 19 Decisions
NP = Non Precedential

Jan. 18:

Trading Tech.

(NP)

Mar. 1:

Smartflash

(NP)

Mar. 7:

Erie Indem.

Mar. 7:.

Capital One

Mar. 13:

Salwan (NP)

Mar. 15:

Coffelt (NP)

Mar. 15:

Clarilogic (NP)

Apr. 19:

West View

Research v.

Audi (NP)

Apr. 28:

RecogniCorp

v. Nintendo

May 12:

EasyWeb

v. Twitter

(NP)
Jun. 9

Credit

Acceptance

Jun. 16

Cleveland

Clinic

Jun. 23

Prism Tech v.

T Mobile USA

(NP)

Aug. 28:

Return Mail.

V. USPS

July 27

Audatex

(NP)

Mar. 8: Thales Visionix Aug. 15: Visual Memory

Oct. 16:

Secured Mail

Solutions

Oct. 18:

Smart

Systems

Innovations

Nov. 3:

IV v. Erie

Indemnity

(NP)

Dec. 8:

Inventor

Holdings
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Find the full text of this and thousands of other resources from leading experts in dozens of
legal practice areas in the UT Law CLE eLibrary (utcle.org/elibrary)

Title search: Alice Year in Review 2018-2019

Also available as part of the eCourse
Section 101 Update and Practical Guidance: Bio/Pharma and Software/Business
Methods

First appeared as part of the conference materials for the
24th Annual Advanced Patent Law Institute session
"Alice at Five: Section 101 Update"
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