Patent Prosec ution
and Taps

Who Owns My Case?

» Each inventorhasthe independentright to assign.

» Unlessyou have a joint assignment(ora complete setof
independent assignments), there isa question mark with
regard to ownership.

> MPEP 301 IV.

Joint o wne ship - Multiple parties may togetherown the entire right, tile and interestof the patent property. This oc curs when any of the folo wing
cases exist:

(A) Multiple partialassigneesof the patent property;
(B) Multiple inve ntors who have not assigned theirright, title and interest; or

(C) A combination of partialassignee(s), and inventor(s) who have notassigned theirright, title and inte re st.

Each individualinve ntormay only assgn the interesthe orshe holds; Lhu\ , assignmentby one ointinventorrenders the asignee a partialassgnee.
A partialassig e wise may only assign the int tby a partialassignee rendersa subsequent assig

assignee. All pdnl( shaving any portion of the o wneship in the pate ntpmp( 1ty must acttogetherasa composite entity in pate ntm
the Office.




Did the non-pub and a foreign'case

construc tively abandon my case?

» The non-publication requestisa two-edged sword. Yougainsecrecy, but
youcreate a risk of constructive abandonment.

» 35 U.S.C. 122(b)(2)(B)

() Fanapplicantmakesa request upon filing, c ertifying that the invention disclosed in the application hasnotand
wilnotbe the subjectofan application filed in anothercountry, orundera multlateralintemational agreement,
that requirespublication of applications 18 months afterfiling, the application shallnotbe published asprovided in
paragraph (1).

(i) An applicant may rescind a request made underclause (i) at any time.

(i) An applicant who hasmade a request underclause (i) but who subsequently files, in a foreign country orundera
multilateralintemationalagreement specified in clause (i), an application directed to the mvention disclosed in the
application filed in the Patent and Trademark Offic e, shallnotify the Directorofsuch filing notlaterthan 45 daysafter
the date of the filing of such foreign orintemationalapplication. A failure of the applicantto provide such notice
within the prescrbed period shallresultin the application being regarded asabandoned.

Prosecute yourtarget.

» Instead ofjust making yourclaimsasbmwad aspossble, identify yourtarget
coverage aseary aspossible during prosecution.

» Ananow claim thatisissued and coversa competitorismore valuable
than a broad claim that is still in pro se ¢ utio n.

» Considerhow easy/difficultit would be to show evidence ofuse of your
claims. Would extensive reverse engineering be required orcan evidence
probably be found using publicly available information?




Pro se c ute familie s forredundaney

» Evenifyou have claimsthatyou thinkmap to a target,
keep prosecuting c ontinua tions (within re ason)
because youmayneed to adjustthe claimsafter
licensing negotiationsstart (e.g., afteran IPR).

» A similarspecificationin a live case outside the chain of
priority ishandy (see slide on construc tive
abandonment).

Mind the geographic quiks.

» The remainderof this presentation will
focuson prosecution outside ofthe
United States.

» The combination of foreign language and
foreignlaw createsunique problemsof
which to be aware.
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