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Pa te nt Pro se c utio n Tip s 

and Traps

STEPHEN A. MASON

KIRK DORIUS 

Who  Owns My Ca se ?  

 Ea c h inve nto r ha s the  ind e p e nd e nt rig ht to  a ssig n.  

 Unle ss yo u ha ve  a  jo int a ssig nme nt (o r a  c o mp le te  se t o f 
ind e p e nd e nt a ssig nme nts), the re  is a  q ue stio n ma rk with 
re g a rd  to  o wne rship .

 MPEP 301 IV.

Jo int o wne rship  - Multip le  pa rtie s ma y tog e the r o wn the  e ntire  rig ht, title  a nd  inte re st o f the  pa te nt pro pe rty. This o c c urs whe n a ny o f the  fo llo wing  
c a se s e xist:

(A) Multip le  p a rtia l a ssig ne e s o f the  pa te nt pro pe rty;

(B) Multip le  inve nto rs who  ha ve  no t a ssig ne d  the ir rig ht, title  a nd  inte re st; o r

(C) A c o mb ina tio n o f pa rtia l a ssig ne e (s), a nd  inve nto r(s) who  ha ve  no t a ssig ne d  the ir rig ht, title  a nd  inte re st.

Ea c h ind ivid ua l inve nto r ma y o nly a ssig n the  inte re st he  o r she  ho ld s; thus, a ssig nme nt b y o ne  jo int inve nto r re nde rs the  a ssig ne e  a  pa rtia l a ssig ne e . 
A p a rtia l a ssig ne e  like wise  ma y o nly a ssig n the  inte re st it ho ld s; thus, a ssig nme nt b y a  p a rtia l a ssig ne e  re nd e rs a  sub se q ue nt a ssig ne e  a  p a rtia l 
a ssig ne e . All pa rtie s ha ving  a ny po rtio n o f the  o wne rship  in the  pa te nt p ro pe rty must a c t tog e the r a s a  c o mpo site  e ntity in pa te nt ma tte rs b e fo re  
the  Offic e .
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Did  the  no n-p ub  a nd  a  fo re ig n c a se  

c o nstruc tive ly a b a nd o n my c a se ?  

 The  no n-pub lic a tio n re q ue st is a  two -e d g e d  swo rd .  Yo u g a in se c re c y, b ut 
yo u c re a te  a  risk o f c o nstruc tive  a b a nd o nme nt.

 35 U.S.C. 122(b)(2)(B)

(i) If a n a pp lic a nt ma ke s a  re q ue st upo n filing , c e rtifying  tha t the  inve ntio n d isc lo se d  in the  a p p lic a tio n ha s no t a nd  
will no t b e  the  sub je c t o f a n a p p lic a tio n file d  in a no the r c o untry, o r und e r a  multila te ra l inte rna tio na l a g re e me nt, 
tha t re q uire s pub lic a tio n o f a pp lic a tio ns 18 mo nths a fte r filing , the  a pp lic a tio n sha ll no t b e  pub lishe d  a s p ro vid e d  in 
pa ra g ra ph (1).

(ii) An a pp lic a nt ma y re sc ind  a  re q ue st ma d e  und e r c la use  (i) a t a ny time .

(iii) An a p p lic a nt who  ha s ma d e  a  re q ue st und e r c la use  (i) b ut who  sub se q ue ntly file s, in a  fo re ig n c o untry o r und e r a  
multila te ra l inte rna tio na l a g re e me nt sp e c ifie d  in c la use  (i), a n a p p lic a tio n d ire c te d  to  the  inve ntio n d isc lo se d  in the  
a pp lic a tio n file d  in the  Pa te nt a nd  Tra d e ma rk Offic e , sha ll no tify the  Dire c to r o f suc h filing  no t la te r tha n 45 d a ys a fte r 
the  d a te  o f the  filing  o f suc h fo re ig n o r inte rna tio na l a pp lic a tio n. A fa ilure  o f the  a p p lic a nt to  p ro vid e  suc h no tic e  
within the  p re sc rib e d  p e rio d  sha ll re sult in the  a pp lic a tio n b e ing  re g a rd e d  a s a b a nd o ne d .

Pro se c ute  yo ur ta rg e t.

 Inste a d  o f just ma king  yo ur c la ims a s b ro a d  a s po ssib le , id e ntify yo ur ta rg e t 

c o ve ra g e  a s e a rly a s po ssib le  d uring  pro se c utio n.  

 A na rro w c la im tha t is issue d  a nd  c o ve rs a  c o mpe tito r is mo re  va lua b le  

tha n a  b ro a d  c la im tha t is still in p ro se c utio n.

 Co nsid e r ho w e a sy/ d iffic ult it wo uld  b e  to  sho w e vid e nc e  o f use  o f yo ur 

c la ims. Wo uld  e xte nsive  re ve rse  e ng ine e ring  b e  re q uire d  o r c a n e vid e nc e  

pro b a b ly b e  fo und  using  pub lic ly a va ila b le  info rma tio n?
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Pro se c ute  fa milie s fo r re d und a nc y

 Eve n if yo u ha ve  c la ims tha t yo u think ma p  to  a  ta rg e t, 

ke e p  p ro se c uting  c o ntinua tio ns (within re a so n) 

b e c a use  yo u ma y ne e d  to  a d just the  c la ims a fte r 

lic e nsing  ne g o tia tio ns sta rt (e .g ., a fte r a n IPR).  

 A simila r sp e c ific a tio n in a  live  c a se  o utsid e  the  c ha in o f 

p rio rity is ha nd y (se e  slid e  o n c o nstruc tive  

a b a nd o nme nt).

Mind  the  g e o g ra p hic  q uirks. 

The  re ma ind e r o f this p re se nta tio n will 

fo c us o n p ro se c utio n o utsid e  o f the  

Unite d  Sta te s.  

The  c o mb ina tio n o f fo re ig n la ng ua g e  a nd  

fo re ig n la w c re a te s uniq ue  p ro b le ms o f 

whic h to  b e  a wa re . 
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