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History Repeats
Joint Development: Common Intere st Privile ge orJoint
Clie nts?

Rule 56 orIPRCandorversus hequitable Conduct




Shared Prosec ution:
Common Interest Privilege or
Jommt C e nts?

Regional Circuit Ilaw Applies.

Common Cooperation Clause in
Prosecution Contracts

®» You're counsel(in-house oroutside) for Client A.
™ You're prosecuting applicationsforClient A.

®» Client A & Party Bhave a shared prosecution agreement.
(Joint development; lic ense ; o therforms) whic h has this c lause:

“Client A shallmanage and have the primary re sponsibility to
file, prosecute, and maintain the patent applications, but
Party Bshallhave reasonable opportunity to comment and
advise on office actions, prosecution, and otherfilings.”

®» Party Bhasitsown lawyers re pre se nting it.




You Do Yourdob

®» You send Party Bslawyersemailsand updates, as
required, and often youlabelthem “pnvieged and
confidential”

®» Common interest privilege allows forprivileged
communic ationsto be shared with non-c lient if non-c lient
sharesa common “legal’” intere st.

» Allisgood.

hat’'s Everyane’s(?) Gaal?

B's lawyers
respond

You file response
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