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Pa te nt Pro se c utio n a nd  

Ma lpra c tic e
Da vid  Hric ik, 

Pro fe sso r, Me rc e r La w Sc ho o l

Of Co unse l, Ta ylo r Eng lish Duma , LLP

Histo ry Re p e a ts
Jo int De ve lo pme nt:  Co mmo n Inte re st Privile g e  o r Jo int 

C lie nts?

Rule  56 o r IPR Ca nd o r ve rsus Ine q uita b le  Co nd uc t
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Sha re d  Pro se c utio n:  

Co mmo n Inte re st Privile g e  o r 

Jo int Clie nts?
Re g io na l C irc uit La w Ap p lie s.
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Co mmo n Co o p e ra tio n Cla use  in 

Pro se c utio n Co ntra c ts

 Yo u’ re  c o unse l (in-ho use  o r o utsid e ) fo r C lie nt A.  

 Yo u’ re  p ro se c uting  a p p lic a tio ns fo r C lie nt A. 

 Clie nt A & Pa rty B ha ve  a  sha re d  p ro se c utio n a g re e me nt. 

(Jo int d e ve lo p me nt; lic e nse ; o the r fo rms) whic h ha s this c la use :

“Clie nt A sha ll ma na g e  a nd  ha ve  the  p rima ry re sp o nsib ility to  

file , p ro se c ute , a nd  ma inta in the  p a te nt a p p lic a tio ns, b ut 

Pa rty B sha ll ha ve  re a so na b le  o p p o rtunity to  c o mme nt a nd  

a d vise  o n o ffic e  a c tio ns, p ro se c utio n, a nd  o the r filing s.”

 Pa rty B ha s its o wn la wye rs re p re se nting  it.
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Yo u Do  Yo ur Jo b

 Yo u se nd  Pa rty B’ s la wye rs e ma ils a nd  up d a te s, a s 

re q uire d , a nd  o fte n yo u la b e l the m “p rivile g e d  a nd  

c o nfid e ntia l.”

Co mmo n inte re st p rivile g e  a llo ws fo r p rivile g e d  

c o mmunic a tio ns to  b e  sha re d  with no n-c lie nt if no n-c lie nt 

sha re s a  c o mmo n “ le g a l”  inte re st.

 All is g o o d .

Wha t’ s Eve ryo ne ’ s(? ) Go a l?
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