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Proposal Apply other§ 316(b) factors in
de ciding to institute
» § 316(b) providesthatthe PTO should promulgate regulationsthat consider
“the effectofany such regulation on the economy”, “the efficient
administration o fthe Office” or“the inte gty of the patent system.” Former

Deputy Direc torSliferha s sugge sted severaladditional situa tio ns, inc lud ing
denying institution when:

*Financial hardship of patent owner, including where the patent ownerlac ks the
financialability to faidy defend against an IPR/PGR, where the patent ownerisa
unive 1sity o rno t-for-pro fit organization whose operations would be impaired if
required to defend an IPR, where mounting such a defense would impairthe
patentownersability to develop, manufacture and/ormarket his’herinvention,
orwhere the patentownerisa smallbusiness orentity. (effect on the economy)

*There are extensive discovery issues that cannot faidy be perfformed in the time
frame allowed underthe statute orwhich would require determination ofexpert
c redibility. (e ffic ie nt ad ministration o f the Office)

* Where institution of an IPRwo uld likely disrupt the nascent orongoing business
of the patent owner, orthe ability of that businessto raise needed capitalto
furtherdevelopment, manufacture ormarke ting of the claimed inve ntion.
(effect on the economy) Slifer, R. “How to improve IPR’s without tossing the baby
out with the bathwater,” IP Watchdog, April 11, 2017

Proposal Eliminate proceedings that are

duplicative and/orabusive

» 'The AJA providesthat the PTO isto ensure that patentownersare
protected from any “improperuse ofthe proceeding” (§§ 316(a)(6) and
326(a)(6)).

The PTO should recognize that duplicative proceedings are inhe re ntly
abusive. fconsolidation into a single IPRproceeding isnotpossble, the
laterfiled petitions should be denied without prejudice.

IPRswere created to be altematives, not adjuncts, to court
proceedings. Ifthere isalso a court proceeding, a predic ate for IPR
mstitution should be thatall petitioner-defendants stipulate that the IPR
wilbe dispositive ofits priorart validity de fe nses.

An IPRpetition filed to cany through on a “ransom” threatis abusive and
should be denied.

An IPRpetition filed to cic umventorto relitigate an issue thatisto be
tried in a Hatch-Waxman orBPCIA court proceeding is duplic ative and

abusive, and should be denied. Se Statement of Philip S. Johnson to House Judiciary IP
Subcommittee, November7, 2017

StrongerPatents Act would limit IPR'/PGRto one review perpatentclaim
(Section D) and give priorty to distric t c ourt validity d e te rmina tio ns
(Section H).




Proposal: Rescind the delegation of institution to the
PIAB & assign it to delegates of the Directoracting in
an executive, not judicial, capacity

The AJA envisionsthe le ofthe PTABin IPRproceedings as one that is imited
to that of conduc ting those IPR s that the Directordecides to institute .

This inte ntionalseparation ofthe executive func tion ofthe Direc torfrom the
judicial func tion ofthe PTABwasintended asan important safeguard for
patent owners.

In converting interpartesreexamsconducted by examiners into IPRs & PGRs
featuring trialsconducted by the PTAB, a protective layerofintemalappellate
review was forsaken in the name ofexpedience. Thiswasreplaced by cleady
separating those responsible forthe institution phase (the Direc tor) from tho se
who would conductthe adjudication phase (the PTAB).

The Director, not the PTAB,isin a betterposition to assessthe policy
considerations favoring denialo finstitution due to “the economy, inte grity of
the patent system, the efficient administration of the Office, and abilty of the
Office to timely complete proceedings instituted” (AIA § 316(b)) and which
type of proceeding, if any, should go forward (AIA § 315(d)).

Per ABA-AIPIA-IPO a furtherreason to deny should be when “The Director
determine s that, m view ofthe temporaland procedural imita tio ns p e rtaining
to the review, the nature ofthe review sought, and the likely time line ss o f the
parties accessto the evidence necessary to a just determination ofthat
review by the Offic e, the institution of the review would notbe in the inte re sts
ofjustice ordue process. [See 157 Cong. Rec. Secs. 1368, 1376-77]” 5

By having separate decision makers for
istitution and tral, the nisk of unconscious bias
would be eliminated

» Thiskind of intra-agency separation is ¢ onsiste nt with the
appmach ofthe Administrative Procedure Act, which pro hibits
any person engaged in the performance of pre-hearing ac tivitie s
(such asinvestigative orpro se c uting func tions) from partic ipa ting
oradvising on the finalmernts decision. 5 US.C. 554(d).

A separation of personnel provides a different form of intemal
review, ensuring that unbiased PIABjudges willserve asa check
on Directorsinitialdetermination as to whetherthe threshold and
otherre quire me nts forinstitution have been met.

“The PTABpaneldeciding the merntsofthe case cannotbe the
same decisionmakerthatdecidesto institute re view. The decision
to institute review must be made by a different decisionmaker.
This must be done to prevent the PTABpaneljumping to
premature conclusionsbased on “first impression” bias and
mcomplete evidence.”

Supplemental Statement ofJudge Paul Mic hel to the IP Subc ommittee ofthe House

Judiciary Committee, Sept. 12, 2017 ; See also StrongerPatents Act, Section 104
(prohibiting overdap between institution & trial panels)
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